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WRITTEN RESPONSES TO THE PORTFOLIO COMMITTEE ON TRADE AND INDUSTRY

DOCUMENT TITLE: ISSUES RAISED DURING PUBLIC CONSULTATIONS, NEDLAC AND PUBLIC HEARINGS: THE DTI RESPONSE

INTELLECTUAL PROPERTY LAWS AMENDMENDT BILL, 2010

8 June 2011 
the dti has responded to all main issues raised by stakeholders.. Most of the issues relate to matters outside the Bill but we have given the responses in an attempt to provide clarity.
Explanatory Note: PPA- Performers Protection Act, 1967; TA- Trade Marks Act, 1993; CA- Copyrights Act, 1978; DA- Designs Act1993
	Clause 
of Bill
	Section of Act and heading
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	4 PPA

27 TA
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37 DA
1 PPA
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28 DA

	S 13 (C) PPA

S 69 (A) TA

S 40(E) CA
S 53(A)DA
S (1)PPA
S (2)TA

S (1)CA

S (1)DA 
	PUBLIC HEARINGS
	Bill Contravenes the Constitution Act
Bill is contrary to International obligations that SA has to honour.
Copyright protection of Indigenous Knowledge is not workable

Collective ownership is not possible
Definitions in the Bill are problematic.
 Definition of

1. Indigenous community

2. traditional performance 

3. Author

4. Traditional Work

5. Traditional IP

6. Beneficiaries etc. 
	The Intellectual Property Amendment Bill is not contravening any sections of the Constitution Act.:
· SLA has analysed the Bill as to its constitutionality and confirmed that it is constitutional

· The Bill will impact on existing rights but when the Bill becomes effective, those who were using say folklore of a particular community, there is a need to pay royalties to community henceforth and compensation is not at issue. Mineral (BEE) cases and Water cases have shown this. 
· Even if compensation is at issue, a legislation that deals with compensation in terms of the Constitution will deal with compensation, but not this Bill. 
The Bill is in line with international obligations in particular those that govern the current IP system namely, the Paris Convention (Geographical indications-GI, non misleading of consumers), the Rome Convention(Reciprocity). It should be noted that the TRIPS agreement is a conglomeration of all these conventions starting from 1967 as adopted by the World Trade Organisation Council. 
However, the dti concedes that the Bill needs to comply with the Berne Convention that deals with equal treatment of nationals of member states of the Berne Convention. 

Copyright protection of IK is workable. There are other countries that have been using copyright regime to protect IK and 

· good examples are Tunisia and the organisation of former French colonies in Africa. 

· Ownership/Authorship and Lifespan- Pure folklore or original works on  IK where ownership is unknown will belong to the State as per the provisions in the WIPO/UNESCO model legislation of 1982. 
· The State has a perpetual lifespan, which translates to the lifespan of copyright being perpetual if owned by the state. If the state is the owner then the protection can be perpetual as well. 
· However, if derivative work copyright is owned by the individual, then the lifespan is limited in terms of normal Copyright law. Derivative copyright from pure folklore or original works can be owned by individuals or   jointly with the community or by the community itself. Lifespan can be limited and perpetual respectively.
Collective ownership is possible as this is not only peculiar to IK. 

· In the current IP system, trade mark protection can be perpetual  subject to renewal , 
· GI’s are perpetual, Cultural-copyright /trade mark/ designs can also be perpetual subject to renewal
· Not all copyright relating to traditional works needs to be in material form/written down- as per the WIPO/UNESCO model legislation. 
· Civil law e.g. France, Malaysia that complies with the TRIPS agreement does not require intangible IP to be reduced to material form.

· In the area of trade marks/designs, collective ownership is possible by making use of Companies, trusts, cooperatives, close corporations, which have many shareholders /members. Currently. Collective/certification marks are owned by a collective e.g. Wool mark, Parma Ham, Colorado Apples.

· In the area of Copyright there can be collective ownership, e.g. Joint authors of a book or joint producers of a song.

· In the area of the Performers protection, a group of performers would own the performance rights as a collective using the name of a group, e.g. Africa Footprint.

 The dti concede that the definition in the Bill needs improvement but taking into account that there is no one size fits all approach to redefining. The Bill will need some improvement as per the dti proposal.


	
	
	
	IK vesting in the  National Fund which has no Juristic Personality
	The dti disagrees and the matter has been remedied by creating a National Trust. The trust is the body that has legal personality be it the National trust of Government or the community trust.  The community may form any business enterprise such as a cooperative or a company which will represent its interests as a legal persona
The Minister should be empowered by the Bill and the National Trust should have a Trust Fund for IP/IK that is not owned by communities. Monies that flow from this orphaned IP can be used for IK development purposes. 
Trustees of the National Trust can be responsible for the governance of the funds and distribution of the funds can be done for worthy cause. 

National Trust can also be empowered to retain a certain percentage from money accumulated/collected e.g. 20%  for administration purposes.  

	
	
	
	Use of the current IP system vs a sui generics system for IK
	The dti is responsible for IP system in SA. Sui generis is a law of a special kind and that is not within the domain of the dti.

The dti can just amend the IP system to deal with the protection of IK that is also the work of the human mind/intellect. 
This has been done in other countries as presented in previous presentations. 

When the IP system is amended to cater for IK protection, it is not a “hybrid system” or “sui generis” but the IP system.

GIs are protected within the trade mark chapter/IP system in SA but India has a standalone legislation and they cal it a sui generis. There is no need to follow Indian route as the TRIPS Agreement allows protection of GI under IP system.
There is a need that whenever an application of IP/IK is lodged, certain registries such as plant varieties and Wine and Liquor Products administered by the boards of agriculture should be informed about the lodgement. This is for them to express an opinion whether the application should proceed opposed or unopposed. 

Mostly databases/registers maybe regarded as Sui Generis.  There   are public and private databases.  Preferably these databases should    interface with the IP offices for examiners to check and satisfy themselves if nothing in other databases exists. 
Examiners of IP may have to treat the databases of other bodies in confidence. If not, the IP system maybe eroded e.g.Novelty in the area of patents maybe destroyed. Therefore there is a need for data protection. DST as for now is constructing a database of knowledge that is in the public domain. However caution should be taken that the knowledge that is not in the public domain should not be exposed. This work has not yet commenced. The IP system database should not allow persons to take knowledge from the public and claim IP with prior informed consent, benefit sharing agreements and disclosure or acknowledgement of where the knowledge comes from.
Since the dti is dealing with commercialisation, it should allow a sui generic system to complement the IP system as its development is not within the dti’s mandate. WIPO in its draft treaties in the protection of IK has got provisions that allow a government to protect IK , either using IP law, competition law , sui generic or a combination thereof. The dti has exactly followed the international and national trends.

	16 CA
25 TA

36 DA

4 PPA
	S40 (C) CA
S43 (B) TA

S38(B) DA

S13(B) PPA
	
	National database of recording IK 
	Persons have a choice to disclose their IK for protection purposes. In this regard, the examiner at CIPC maybe the only persons to be given access as is the case with provisional patents or they may go the trade secret route where they may opt not to disclose.
The database, public/State owned or privately owned , to be connected with the IP database should have variable protective measures. 

	8CA
	S 9 A (2)(C)
S34 (2B)(C)
	
	The bill lacks a dispute resolution mechanism.

	The IP system as it stands has dispute resolution, namely, registrars, tribunals and the courts. Arbitration system is also contained in the IP system in terms of the Arbitration Act of 1965.
However the dti concedes that there is a need to create another ADR for the indigent as the existing ADR may not be accessible for owners of IP/IK. Decisions of ADR have to be made court orders in order to be binding.  

	
	
	
	Comments from NEDLAC consultations not taken into account
	The dti concedes and in the proposals of the dti, NEDLAC and other public hearings will be considered and be reflected properly.

	
	
	
	Can not protect IK using the IP system. Follow what WIPO is doing.
	In this area WIPO has collated information regarding the protection of IK based on work already done since 2000to date in the work of the Inter-Governmental Committee (IGC) on the protection of Traditional Knowledge, genetic resources, folklore and traditional cultural expressions. Provisions for the protection of IK is dealt with in Article 1 regarding protection against misappropriation of IK, laws are listed in the Article that can be deal with protection of IK in National Legislation and IP , Criminal law , fisheries and environmental laws and a special law or a combination of any of these laws

Some foreign jurisdictions are also using IP to Protect their

 IK. This is exactly the position of the dti. 

	23 and 24
	42 and 43 TA
	
	Protection of Geographical indications as per the TRIPS minimum standards
	Protection depends on the National choice to either have a stand alone legislation or to be part and parcel of the IP system.  This is exactly what the situation is under the trade marks Act and this Bill seeks to improve on that.
In passing, the Liquor Products Act, 1989 works well with the IP system meaning therefore that the wine district, region and estates are protected trade marks in terms of the IP system. CIPC whenever it conducts search and examination of applications , they confer with the Liquor Products Act via the Wines and Spirits Board

The GI system within the IP system is working very well and should not be separated from the IP system. In passing, the Bill should have a clause that prohibits claim of IP from heritage, biodiversity  and cultural related maters

	
	
	
	Cross-Border community issues.
	SA Parliament can not legislate extra-territorially;

 IP system is territorial in nature through out the world. Nothing is new therefore if IP/IK matters  are exterritorialy.

	16
	40(A) AND 40(B) CA
	
	Non representation of traditional leadership in the National Council.
	The dti concedes that the traditional leaders should be represented on the National Council, specifically. The existing traditional structures will be recognised in the Bill in order to promote accessibility, effectiveness and efficiency in the protection of IK.

	16
	40(A) AND 40(B) CA 
	
	Traditional leaders are not involved in the identification of communities and the creation of trusts.
	The dti concedes that traditional leaders must play an active role in the identification  process of communities and the creation of Trusts, Co-operatives and any other business enterprise

	
	
	
	The principle of retrospectivity is not covered by the Bill
	The dti conceded that Parliament has discretion to allow retrospectivity to occur subject to the constitution, e.g. Land restitution matters.

	2 PPA
8 CA

22 TA 

35 DA
	S 6 PPA
S 9 (A) CA

S 34 TA

S 35 DA
	
	The regulation of collecting societies and distribution of royalties
	In principle there should be a clause on the regulation of societies on IK matters and beyond , and the regulation of royalties and distribution thereof .This will ensure that IK holders receive compensation of their IP/IK rights.  The Needle Time Regulation do not automatically apply to IP/IK and other matters.

	
	
	
	Non co-ordination amongst Government departments on matters of IK creating confusion for stakeholders.
	The dti concedes and the Bill is an indictment on Government and Parliament to ensure that cohesive efforts amongst government departments in the protection of IK is dealt with accordingly within the mandate of the various departments as adopted in the IKS policy.2004.

	
	
	
	
	

	
	REPETITION.
	NEDLAC
	Role of the National Council
	The National Council , consists of experts on traditional knowledge , whose primary function is to advise the Minister and the registrar of IP  on traditional intellectual Property (TIP) rights. The NEDLAC Constituencies were of the view that dispute resolutions on IP/IK matters should be dealt with by the Council. However, CIPC may be the correct forum through accrediting bodies to do that as it is not conflicted. 

	
	
	NEDLAC
	Use of IK without consent
	Communities may form communal trusts /companies. IK not alienable to third parties is null and void. Consent and benefit sharing agreements should be in place before exploitation of IK commences. 

	
	
	NEDLAC
	National trust 
	The National Trust will be self funding.

	
	
	NEDLAC
	Collective ownership .
	Constituencies noted that collective ownership is feasible and not unique to TK

	
	
	NEDLAC
	NEDLAC mandate
	The real mandate of NEDLAC is to develop a report on the consideration of the Bill, Detailing areas of agreement and areas of disagreement as the case maybe.

	
	
	NEDLAC
	Challenges posed by regulating traditional knowledge. 
	It was agreed that the IP interfaces with IK and therefore each domain need to be amended to cater for protection..

	
	
	NEDLAC
	Abrogation of International treaties
	There is no contradiction with International treaties e.g. UNESCO/WIPO, Berne convention and TRIPS must not be abrogated or undermined.

	
	
	NEDLAC
	Retrospective implementation
	There will be no compensation, but going forward royalties might have to be paid. Minerals and Water legislation have proven this point well.

	
	
	NEDLAC
	Persons or entities wishing to work on IK of a community.
	The following requirements must be met:
1. Prior informed consent 

2. Disclosure of the IK

3. Benefit sharing agreement

4. Co-ownership 

	
	
	NEDLAC
	
	

	
	
	
	
	

	
	
	NEDLAC
	Collective ownership
	Government stated that community can own a  trademark and presented as an example the FAIR TRADE MARK  of New Zealand and the WOOL MARK of New Zealand , Australia and South Africa then.

	
	
	NEDLAC
REPETITION


	Impact of Bill to other legislation/departments 
Overarching regulatory regimes

Format of the Bill.

Alternative Dispute Resolution

Accessibility of ADR as it is at National level(Pretoria)

What is the relationship between the legal entities and National trust.
How will commercialisation take place
	Other departments to play their role, e.g. protection through preservation. The Bill should have clauses that prohibit claims of IP from heritage, cultural and biodiversity related matters. 
No IP will be claimed that is governed by the National Heritage Resources Act, there should be a body protects /defends IK internally and internationally. That body is not the dti or CIPC. 
Four different headings as per the IP domains amended must be considered for easy reading. This should not give an impression that those chapters are standalone and not part of the IP system.  
ADR could address access and affordability, CIPC can play that role as described. Accreditation can be resorted to by CIPC.
Accreditation at provincial and local levels can be resorted to.
ADR mediation could be made an order of court for enforcement/binding purposes.
Constituencies agreed that inter-relations amongst the structures must be clarified
Community Trusts must always consult with the National Trust to commercialise.

	
	
	
	How will royalties collected  by the state be used
Non inclusion of the  Copyright regulation for collecting society in relation to IK/TK.
	National Trust /Community Trusts must use the proceeds of royalties to develop and/satisfy the needs of communities.

The Bill provides for regulation of collecting societies through regulation. Consultations must still take place as regulation of needle-time are not including the new regime.
 

	
	
	NEDLAC
	Institutional arrangements in  S40.
	These arrangements are addressed in Annexure   4 of the NEDLAC report.

	
	
	NEDLAC
	Alienation of the of IP/TK in terms of the constitution.
State ownership of Traditional Knowledge.

Communication to the Public

Period of Protection of IK
	Government wishes to prohibit the alienation of IP/IK in terms of the Constitution.
IK like Folklore, genetic resources , belong to the estate, derivative work can be owned by the community /third parties

The Bill should have a clause that deals with “Communication to the Public”
Time limit on raw IK is perpetual. Time –limit on IP/IK worked by community is perpetual .Derivative IK/IP with third party- the lifespan of the 3rd party plus fifty years after death. 
Trade marks and GIs perpetual subject to renewal.

	 
	
	NEDLAC
NEDLAC


	Copyright should be reduced to writing under the current IP system.

Will there be regulations.

Inclusion of transitional provisions

Unilateral declaration of Geographical Indicators by Government
Exclusive right of Communication to the public.

How will the National Trust sustain itself?
IP Derived from IK/TK.

Inclusion of Exceptions in the Bill

Definitions are problematic 
After wider public consultations, the NEDLAC Process, the dti improved the Bill and subjected it under the scrutiny of the Standing Advisory Committee on Intellectual Property to advise the dti/Minister and based on this the following..

	Not everything should be reduced to writing according to the WIPO/UNESCO model legislation.
Enabling /empowering provisions should be dealt with. The Minister should be empowered to do so but Parliament may have to play a role in the formulation. Formulation of such regulations should not be in consultation with Parliament as this may frustrate   implementation of the Act.
The dti concedes administrative structures should be in place before implementation.

There should be a clause to allow Government  to declare GI’s  unilaterally, Minister to declare GI’s in line with TRIPS

Communication to the public is supported in accordance with WIPO Copyright Treaty (WCT) that is not yet ratified. Courts have pronounced in this and therefore Government can legislate accordingly.

The National Trust should retain a percentage of the funds for administration purposes. Regulations can be prescribed as in the Needle time regulations.

Clauses should be inserted that indicate derivative work to be owned jointly, owned individually. This has a bearing on the lifespan of the work.
The dti concedes that clauses that deal exceptions in the Berne Convention, e.g.  Private use and Fair use should be included.
Definitions, such as indigenous community” should not be crafted with the intention of “one size fits all ”Definitions by other national Laws may be considered.

The proposals are as follows:

1. Cabinet has taken a policy position that manifestations of IK can constitute IP work of human mind (intellect) and therefore can be protected under the IP Laws.

2. The adopted Policy by Cabinet is not detrimental to     conventional IP system. WIPO has shared information on the possibilities of “tweaking” the IP system to accommodate IK. This is not sui generis or hybrid.

3. The Bill should be in line with the TRIPS Agreement and National Treatment principle should be observed. Where possible the principle of reciprocity under the Performers Protection Act (Rome convention) should be recognised. Clause appropriately inserted in the Bill.

4. All administrative bodies as agreed upon in the NEDLAC should be in place for effective implementation of the Bill, such included , the  National Council, Community Trusts, National Trust or Cooperatives.
5. The following may need to be defined appropriately: 

· Indigenous Community
· Indigenous/traditional IP.

· Indegenous/traditionalwork

Appropriate Clauses to be crafted.

6. Members of communities should not be deprived to reasonable use of IK, but if they do such for profit, a royalty should be paid to the community.

7. Formatting the Bill is just a matter of styling and should not tamper with substance. Chapters stand alone or amending clauses in each of the four domains can be considered. However an impression should not be created that these chapters are not part and parcel of the IP laws being amended. 
 

	
	
	    
	
	 

	
	
	
	
	

	
	
	
	
	


1
Department of Trade and Industry © 2011


