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POLICY FRAMEWORK FOR PROTECTION FOR INDIGENOUS TRADITIONAL KNOWLEDGE THROUGH THE INTELLECTUAL PROPERTY SYSTEM AND THE INTELLECTUAL PROPERTY LAWS AMENDMENT BILL, 2008

The various Committees of the SAIIPL as were asked to comment on the trade mark, copyright and design aspects of the above Bill.

The SAIIPL wishes to set out these submissions as follows:

 Trade Mark Law Committee’s comments:

The question before the Committee is two-fold:

1.)
Is the Trade Marks Act the correct vehicle with which to protect traditional terms and expressions, as well as geographical indications;  and

2.)
If so, are the proposed amendments introduced by this Bill adequate enough to do so?

There is no doubt that the protection of traditional terms and expressions is of paramount importance to the cultural health of any particular society, and that the protection thereof needs to be enshrined in law.  The work being put into similar projects in other jurisdictions is an indication of how important this subject has become.

However, philosophical and technical issues may arise from the proposal to protect those rights under the Trade Marks Act.  To treat traditional terms and expressions as well as geographical indications as trade marks may be jurisprudentially uncomfortable and technically difficult

The Committee, however, appreciates that the formulators of this Bill believe the matter to be of great urgency and that, in the surrounding circumstances, it is largely confined to commenting on the effectiveness of the proposed amendments to Trade Marks Act 194 of 1993 introduced by the Bill

Paragraph 18(d) of the Bill

Geographical Indications (GI’s)

The Committee, although mindful of the definition of GI’s in the TRIPS agreement, questions why geographical indications cannot identify services as well as goods.  For instance, a traditional form of cooking originating from a specific indigenous community in a particular area and identified by an indigenous term would not be covered by the definition introduced by the proposed amendment.  Furthermore, since the Bill is intended to protect local communities only, we do not foresee any conflict with TRIPS.   

This Act already specifically provides, in section 43(3), that GI’s may be registered as collective trade marks and the latter are not confined to the protection of goods only

A geographic indication in its guise as a traditional term or expression may need wider protection than that afforded by the Act

Paragraph 18 (e) of the Bill

There may be a jurisprudential problem in introducing the protection of a traditional term or expression under the Trade Marks Act.  .

Sections 10(2)(c) of 194 of 1993 precludes the registration of a mark which consists “exclusively of a sign or indication which may serve in the trade to designate geographical origin” unless the mark has in fact become capable of distinguishing within the meaning of Section 9 as a result of the use made of the mark.

Although the authorities accept that an application for a collective trade mark (which is one species of traditional term or expression) may require a slightly lower degree of distinctiveness to qualify for registration, distinctiveness remains a requirement for a valid registration, which may lead to the disqualification for registration of certain categories of traditional terms or expressions.  The Trade Marks Act may therefore not be wide enough in scope to fulfill the need for the protection that the Bill desires. 

From a technical point of view, furthermore, the definition of traditional term or expression is probably too narrow.

The Committee recommends that the term ‘mark’ (as defined in section 2 of the Act 194 of 1993) be imported into the definition along the following lines:

“Traditional term or expression means a mark which is recognised by an indigenous community as a term or expression having an indigenous origin and a traditional character and which is used to designate, describe or refer to goods or services”.

A mark is defined in the Act as “any sign capable of being represented graphically, including a device, name, signature, word, letter, numeral, shape, configuration, pattern, ornamentation, colour or container for goods or any combination of the aforementioned“.

The Committee presumes that the Bill intends for, example, to protect an Ndebele pattern that is no longer the subject of copyright protection. 

Use

A possible lacuna in the Bill is the lack of protection for indigenous terms or expressions that require protection rather than exploitation.

The problem may arise from Section 27 of the Trade Marks Act.  A registered trade mark (including a collective mark) can be expunged from the Register for non-use.  If a cultural icon or geographical indication registered in terms of this Act is expunged due to non-use, the question arises as to the consequences of its demise.  Will it merely cease to exist as a trade mark, but remain recorded on the National Database?  

For a cultural icon to be registered validly as a trade mark therefore, the indigenous community must have an intention to exploit it.  If that community merely wishes to register the icon for the purposes of protection against misappropriation, the Trade Marks Act may again be the wrong vehicle.

Paragraph 19 of the Bill:
proposed amendment to Section 9 of Act 194 of 1993

A fundamental problem arises from the definition of indigenous community (paragraph 18 (d) and paragraph 19 of the Bill) in that  it  is not a legal entity and cannot therefore own or register a traditional term or expression, nor indeed authorise some other body to do so.

Paragraph 21 of the Bill

This proposed amendment to section 16 of the Act raises one issue:  namely, the amount of discretion the Registrar of Trade Marks has to question the National Council’s advice.  If a term or expression is incorrectly registered on the database, it is not clear what recourse is open to an applicant if his application is refused.

Paragraph 18 (6)

The proposed amendment appears to be grammatically incorrect in that it implies that a traditional term or expression shall always be a geographical indication.

The Committee assumes that the formulators of this Bill intended ‘indigenous terms or expressions’ to constitute a certification mark, a collective mark or a geographic indication.

Perhaps, the error arises from the Policy Framework where, under the rubric “Nature”, it states “A collective trade mark may sometimes qualify to be a GI”.

This is incorrect and should read “A geographical indication may qualify as a collective trade mark”.

Paragraph 22

The Committee is a little concerned with the proposed amendment (2A) to section 34 of Act 194 of 1993, particular subsection (a) in that it provides a harsh punishment for a bona fide user of an indigenous term or expression.

Our law abhors taking away rights retroactively.  Perhaps the section should be amended to allow a bona fide user, who has used the icon in question for 10 years or more to continue to do so without penalty.  If the use has been for less than 10 years, or is not bona fide, a license fee might be appropriate.  

Subsection (b) raises an issue which goes to the heart of the definition of indigenous community, in that, unless such community is a legal entity (which it is not), a member of such a community is not identifiable.

If ‘member’ is not accurately defined, this lacuna may lead to litigation between ‘so called’ members as to who has the right to the indigenous term or expression.

Paragraph 25 of the Bill

It is not clear whether the national database constituted in terms of the proposed Part XIIA of Act 194 of 1993 is open for scrutiny.  If not, the applicant for an indigenous term or expression may not be aware that the term he seeks to exploit is already claimed by another community or a splinter group thereof.

There also appears to be a potential conflict between the proposed amendments to the Copyright Act and those to the Trade Marks Act.

The former stipulate that ownership of copyright in a traditional work vests within the National Trust Fund, whereas a traditional term or expression registered under Act 194 of 1993 vests with the community.

Since a traditional work may also be a traditional term or expression, conflicts as to ownership, and the right to exploit the work may arise.

Conclusion

It is unfortunate that the Committee has only had a limited time frame within which to study the Bill, as it recognizes the vital importance of protecting traditional knowledge, and is apprehensive that the apparently hurried attempt to amend, inter alia, the Trade Marks Act might not result in sufficient protection for that knowledge.

A sui generis law would obviate the need to amend, piecemeal, current IP legislation and might create a more comprehensive framework for the proper protection of indigenous knowledge.    

An alternative may be to create a special species of trade mark, namely, a “traditional mark”.  This species of mark can be analogous to a collective or certification trade mark but with its own rules relating to distinctiveness, use and whatever else that may be required.

Brian Wimpey

Convener 

SAIIPL Trade Mark Law Committee

SUBMISSIONS ON THE COPYRIGHT ASPECTS OF THE INTELLECTUAL PROPERTY LAWS AMENDMENT BILL, 2007
1.
The South African Institute of Intellectual Property Law
1.1
The South African Institute of Intellectual Property Law (SAIIPL) was established in 1954 and represents some 140 patent attorneys, patent agents and trade mark practitioners in South Africa who specialise in the field of intellectual property law.

1.2
The SAIIPL is widely regarded as the custodian of South Africa’s intellectual property rights and comprises practising attorneys, academics, practitioners in businesses and other parties and persons interested in the protection and enforcement of intellectual property rights.

1.3
The members of the SAIIPL represent the majority of national and international businesses who have built their businesses on brands, innovation and technology and who protect their interests through our country’s intellectual property laws.  

1.4
These submissions have been prepared by the SAIIPL’s Copyright Law Committee, a committee of SAIIPL members which was established to monitor, protect, consider and advise on developments relating to copyright law.  

2.
Objection to the Intellectual Property Laws Amendment Bill, 2007
2.1
The SAIIPL objects to the Intellectual Property Laws Amendment Bill, 2007 (“the Bill”).  The reasons for its objection to Sections 5 to 16 of the Bill are set out in this document.  

2.2
Specifically, the SAIIPL is of the opinion that the Bill, in its present form, will introduce legal uncertainties into the current Copyright Act, will create untenable practical difficulties and, furthermore, will fail to meet the objectives set out in the Department of Trade & Industry’s Policy Framework for the Protection Of Indigenous Traditional Knowledge through the Intellectual Property System.  

3.
Traditional Works
3.1
The Copyright Act No. 98 of 1978 (“the Copyright Act”) specifies several different types of works which can enjoy copyright protection.  These are literary works, musical works, artistic works, cinematograph films, sound recordings, broadcasts, programme-carrying signals, published editions and computer programs.  Each type of work is separately defined in Section 1(1) of the Copyright Act and the nature of authorship, ownership and duration of the copyright differs in respect of each type of work.  

3.2
Section 5(g) of the Bill introduces the concept of a “traditional work” and defines it as a “literary work, an artistic work or a musical work which is recognised by an indigenous community as a work having an indigenous origin and a traditional character”.  

3.3
The first difficulty with this definition is that it will give rise to a situation where a particular work may fall within more than one category of work as defined in the Copyright Act.  In other words, a work which is eligible to be protected as a literary work (with its concomitant requirements regarding authorship, ownership, duration, etc.) can now also fall within the category “traditional work”.  This new category has different requirements regarding authorship, ownership and duration of copyright and there will therefore be two sets of legal consequences attaching to a single work.  None of the other categories of copyright work overlap and it is submitted that this result is unfeasible.

3.4
The second difficulty with this definition is that, in order to qualify as a traditional work, a work need only be “recognised by an indigenous community as a work having an indigenous origin and a traditional character”.  We discuss below the difficulties with the use of the vague term “indigenous community” but, even if such a community could be defined, the test for what constitutes a traditional work is wholly subjective.  There are no objective criteria contained anywhere in the Bill by which one can measure what will constitute a traditional work and it will therefore be impossible for any third party (or a Court, for that matter) to determine what constitutes a traditional work protected in terms of the Copyright Act.  

3.5
The terms “indigenous origin” and “traditional character” are also impossibly vague.  The South African Concise Oxford Dictionary (Oxford University Press) defines “indigenous” as “originating or occurring naturally in a particular place; native” and “traditional” as “of, relating to, or following tradition”.  These terms could encompass any number of different works and are open to interpretation.

4.
The Author of a Traditional Work 
4.1
A further difficulty which we envisage with the Bill is the definition of the author of a traditional work as “the indigenous community from which the work originated and acquired its traditional character”.  

4.2
“Indigenous community” is defined to mean any community of people currently living within the borders of the Republic or who historically lived in the geographic area currently located within the borders of the Republic.  

4.3
There is no proposed definition of the word “community” and we must therefore assume that it carries its ordinary meaning.  The South African Concise Oxford Dictionary (Oxford University Press) defines “community” as (inter alia):

“1.
a group of people living together in one place, especially one practising common ownership, a place considered together with its inhabitants, the people of an area or country considered collectively; society.  

2.
a group of people having a religion, race or profession in common;

3.
the condition of having certain attitudes and interests in common; joint ownership or liability.”

From this definition, it is clear that virtually any group of people having some or other quality in common can be considered a “community”.  This means that one individual can belong to a number of different “communities”.  He can belong to more than one community simply by virtue of where he lives (e.g. the Sunnyside community, the Pretoria community, the Gauteng community and the South African community); but also by virtue of his race (e.g. the black community), his religion (e.g. the Christian community) and profession (e.g. the accounting community).  

4.4
Given that works are created by persons, or groups of persons, and given that these persons could belong to any number of different communities, the proposed definition of the author of a traditional work being a “community” will make it impossible to establish with any certainty the author of a particular traditional work.  

5.
Material Form
5.1
Sections 6(b) and (c) remove the requirement that a traditional work be reduced to material form in order to be eligible for copyright.  Given that a traditional work has been defined as a literary, artistic or musical work (and each of these forms of work is subject to the requirement of being reduced to material form in order to be eligible for copyright), this section will once again create the unacceptable position that a single work may be subject to different requirements in order to be eligible for copyright.  

5.2
The rationale behind the requirement of materiality is that it is essential for the determination of the identity of a copyright work.  It is submitted that, without this requirement, unacceptable situations may arise in which the particular identity of a copyright work will be in dispute.  It will also be that much more difficult to establish when the copyright work was created, which is relevant to whether or not the work will receive protection as a traditional work in terms of the new provisions and the duration for which the copyright will subsist.

5.3
It is also to be noted that Section 16 of the Bill introduces the concept of a national database for traditional intellectual property and requires that all information regarding, inter alia, traditional copyright works, be recorded in the database.  This would clearly be impossible unless the work has been reduced to material form.  

6.
Term of Copyright
6.1
Section 7 of the Bill provides that copyright shall only be conferred on a traditional work if it was created on or after the date of commencement of the Intellectual Property Laws Amendment Bill, 2007, or within a period of 50 years preceding that date.  This is one of the reasons why it is submitted that the Bill will not achieve its stated objectives.  The vast majority of the works which one can assume the drafters of the Bill were hoping to protect as “traditional works” would surely have been created long before this.  

6.2
We also again refer to what we have set out above to the effect that a single work would be able to qualify, for example, as both, an artistic work and a traditional work.  The duration of copyright, in respect of literary, musical and artistic works (other than photographs) is the life of the author plus 50 years from the end of the year in which the author dies and there will therefore be legal uncertainty about the duration of the copyright subsisting in such a work.

7.
Royalties
7.1
In terms of Section 8 of the Bill, Section 9A of the Copyright Act is amended to introduce a provision in terms of which the amount of compulsory royalty payable in respect of a traditional work can be determined by an agreement between the user of a traditional work and the “owner” of a traditional work.  Presumably, this was intended to refer to the owner of the copyright in a traditional work and it is pointed out that the owner of a work and the owner of the copyright in a work are not the same concept.  It is therefore essential that this be clarified.  

7.2
In any event, in the process of introducing this provision, similar provisions are also introduced in respect of the various other types of copyright works.  However, in the case of these other types of works, with the exception of computer programs, the party with whom an agreement can be reached is the “author of the copyright”.  This is nonsensical as there is no such concept as the “author of copyright”.  Assuming that this was meant to refer to the author of the work, this also creates an untenable situation since the author of a copyright work is not necessarily the owner of the copyright.  In other words, the author may have no interest in the copyright or the amount of compulsory royalty.  

7.3
In any event, Section 9A of the Copyright Act deals only with compulsory licences and royalties in the case of sound recordings.  The section is specific to this type of work and it does not make sense to introduce references to various other categories of work in this section.

8.
Vested Rights
8.1
Section 9 of the Bill, which introduces a new Section 11C into the Copyright Act states that the various exclusive rights of the owner of copyright are subject to (inter alia) the rights of “an indigenous community or anyone of its members”.  The section does not specifically state which indigenous community is relevant here (e.g. the indigenous community from which the traditional work originated) and therefore relates to any indigenous community.  This is therefore extremely vague.  

8.2
There are also no criteria for determining who a “member” of a particular community is.  Once again, this is somewhat subjective in that an individual may consider himself or herself a member of a particular community while other members of the community may not agree.  At what point, for example, does one become a member of a particular residential community after having moved into that residential area?

9.
Ownership
9.1
The Bill provides for the ownership of copyright in a traditional work to vest in the fund established in terms of Section 40D.  Section 40D establishes a fund to be known as the National Trust Fund for Traditional Intellectual Property.  It is not clear what the juristic personality (if any) of this fund is.  On a reading of the section, which simply refers to monies being paid into the fund, it seems that this is nothing more than a bank account.  A bank account cannot own copyright as it is not a juristic person and therefore cannot exercise the exclusive rights of copyright specifically granted in Section 9 of the Bill.

10.
Example
10.1
The following example illustrates the legal uncertainties which will be created by the Bill and the nonsensical way in which copyright will be dealt with in terms of it:

Jackie Mawela lives in Kliptown, Soweto.  She composes a musical work with what would commonly be termed a distinctly traditional flavour.  She reduces it to material form by producing a musical score and enters into an agreement with a recording studio in terms of which she assigns her copyright in the musical work to it for an appropriate sum of money.  

The Kliptown community hears of this and states that it recognises this work as having an indigenous origin and a traditional character.  As such, the work automatically qualifies as a traditional work in terms of the new legislation.  

On the other hand, the greater community of Soweto argues that it, in fact, is the author of the traditional work since, although Ms Mawela resides in Kliptown, Kliptown forms part of the greater area, Soweto, and Ms Mawela is therefore a member of the Soweto community as well.  

Either way, the National Trust Fund for Traditional Intellectual Property becomes the owner of the copyright in the traditional work.  The Fund then grants a licence to a licensee in respect of the work.  However, this licensee cannot exercise any of the rights of copyright without first obtaining a licence from the recording studio which owns the copyright in the musical work.  In other words, in such a case, apart from the disputes which may have arisen, the work will not be able to be exploited as a traditional work and the entire aim of the legislation will be defeated.

Kelly Thompson

Convener 

SAIIPL SA COPYRIGHT COMMITTEE
SUBMISSIONS OF THE DESIGN LAW COMMITTEE

1. Agenda
The Chairman explained that the purpose of the meeting was to consider the designs section of the Intellectual Property Laws Amendment Bill 2007.

It was noted that the Amendment Bill was accompanied by a policy framework for the protection of indigenous knowledge through the intellectual property system.

2. Commentary on Paragraphs 27-36 of the Bill
3.1 General 

The committee noted the purpose for which the Bill was being proposed, and was broadly in favour of the Bill insofar as it affected designs.   The committee did, however, feel that the concept of a traditional design would fit uncomfortably into the existing Designs Act.

Concerns that the committee had, which will be referred to more fully hereunder, were the following: 

· the apparent conflict of the Bill with the TRIPS Agreement and the Paris Convention, and

· the effect that section 35 of the Bill could have on persons already utilising traditional designs.

3.2 Section 1 – Definitions
The committee felt that the term “collecting society” was not made clear by reference to section 35(14) and that the term should be better defined.

The committee felt that “indigenous community” as defined had an uncertain meaning which ought to be clarified.   For example, it is not certain whether a community has to be communally linked together in a given area or whether it could be spread over one or more areas or even throughout the country.

The committee noted that the Bill intended to confer proprietorship of a traditional design on the relevant indigenous community in which the design originated.   Since the concept of a design is intrinsically linked to authorship, it was felt that authorship should be included in the definition, possibly along the following lines;

“(e)
where the design is a traditional design, the indigenous community in which authorship of the design originated.”
The committee found the definition of a “traditional design” to be somewhat uncertain in its wording.   Firstly, since a feature of a traditional design could be its ornamentation, such feature could clearly not relate to function, and the committee accordingly felt that the words “and whether or not is has features which are necessitated by the function which the article to which the design is applied is to perform” are unnecessary and superfluous, the more so because a traditional design as defined would not be struck by section 14(5) of the Act.   It was therefore felt that this wording should be deleted.    

It was felt that the words “the purposes contemplated in paragraph (a)” were incorrect and should more correctly be replaced with the words “those purposes”.

Finally, the suggestion at the end of the definition that a traditional design has to be recognised by an indigenous community as having an indigenous and a traditional character are uncertain and should be rendered of more certain scope.

3.3 Section 2 – Application of the Act
The committee had no problem with this provision, provided that it is misplaced in section 2 of the Act and should be preferably be inserted in section 31 of the Act, possibly as section 31(4).

3.4 Section 7 – Register of Designs
The committee agreed that if traditional designs are to be registered they should be registered as a separate class of designs.

3.5 Section 14 – Application for Registration
After debate, the committee felt that the amendments proposed to section 14 are reasonable and that it is advisable to retain the requirement of novelty, as the amendment does.   The committee also felt that it was reasonable to provide for a release date extending to ten years preceding the date of commencement of the Amendment Act and to provide for a two year period in which to file an application for registration based on the release date.

3.6 Section 15 – Registration of Designs
Again, the committee felt that the referral by the Registrar of a traditional design to the Council, where the Registrar is in doubt as to whether the application complies with the Act, is a reasonable approach.

3.7 Section 22 – Duration of Registration
The committee felt that in the proposed section 22 (1A), the reference to sections 14(2A)(a) and 14(2A)(b) should be references to sections 14(2A)(b)(i) and 14(2A)(b)(ii) respectively.

The committee also felt that traditional designs which are registered without reference to a release date would fall outside the scope of the proposed section 22(1A) and that in the case of such designs the normal fifteen year term should apply, as in the case of aesthetic designs.

3.8 Section 31 – Grounds for Revocation
The committee agreed with the amendment to this section.

3.9 Section 35 – Proceedings for Infringement
The committee felt that the imposition of a royalty on prior commercial activity as contemplated by the new section 35(13) is contentious and legally questionable.   The committee felt that this provision could well prove to be contrary to the constitution of the Republic in certain respects and would best be deleted.

There may well be an argument for retaining the proposed section 35(13)(b) and the concomitant section 35(14).
3.10 Insertions after Section 38
The committee had no difficulty with the provisions relating to National Council, National Database and National Trust Fund. .  From a linguistic point of view, the terminology “constitute and function as the Council for…. database of …. fund for …” would probably read better as “constitute and function in respect of traditional designs for purposes of this Act” in each case.

3.11 Section 54 – Regulations
The committee did not have any difficulty with the proposed amendments and was in agreement with the short title of the Bill.

3.12 International Obligations
The committee felt that there was a serious concern regarding the Bill as far as the designs section is concerned, as well as the copyright and trade mark sections, regarding South Africa’s obligations under the TRIPS Agreement and under the Paris Convention.

In the light of the definition of “indigenous community”, which is defined to be within the borders of the Republic, the committee felt that the Bill conferred greater rights upon nationals of South Africa than those outside South Africa and that the same rights were not accorded to nationals of other members of the abovementioned two Conventions.   The committee felt that this was particularly relevant to indigenous communities in the various Southern African states, some of which, like Lesotho and Swaziland, are contained within the periphery of South Africa but are not part of the Republic and others, like Botswana, which are located alongside South Africa.   The committee felt that there was a real possibility of prejudice being suffered by such communities if the Bill were to be implemented in its current form.

The committee has had the benefit of reading the submission made by the Intellectual Property Law Committee of the Law Society of South Africa insofar as it concerns designs, and in this regard can add no more in terms of South Africa’s international obligations to that which is contained in that submission.

M le Roux

Convener

SAIIPL Design Law Committee 
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