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SUBMISSION BY THE LICENSING EXECUTIVES SOCIETY  
OF 

 SOUTH AFRICA 
 
1. Introduction 
 
The Licensing Executive Society of South Africa (“LES SA”) hereby submits its 
comments on the Intellectual Property Laws Amendment Bill [B8-2010] for your kind 
consideration, having submitted comments to Parliament for the first time on 15 June 
2008. The present comments, therefore, preferably should be read in conjunction 
with those made in June 2008.  
 
Given the diversity of the LES SA membership, this submission is again directed at 
the law and business of licensing in its broadest sense, without regard to the views of 
any particular interest group. 
 
LES SA repeats unequivocally its support for the concept that each indigenous 
community should be able to own and protect its particular indigenous and/or 
traditional knowledge (“I/T Knowledge”), and that a suitable legal framework should 
exist for these purposes. Such a framework will ensure that unauthorised commercial 
exploitation of I/T Knowledge can be prevented and a community can commercialize 
such works in a secure and sustainable legal environment. 
 
LES SA also confirms its support for the objectives of the Bill. There are however 
certain aspects of the Bill which LES SA considered potentially problematic, and its 
15 June 2008 submission (a copy of which is attached hereto) detailed these 
concerns. Complementary to its earlier submission, LES SA wishes to propose 
herewith a practical and legally sound solution to the international debate of whether 
amended Intellectual Property Laws or Sui Generis Laws would best provide a 
suitable framework for South Africa’s I/T Knowledge.  
 
2. Objectives of the Intellectual Property Laws Amendment Bill 

 
LES SA identified the legislature’s objectives to include the following:  

• Protecting the I/T Knowledge of the indigenous people and communities of 
South Africa against misappropriation; and 

• Creating a means for the indigenous people and communities to benefit from 
the I/T Knowledge in a commercially sustainable manner. 

 
In keeping with the creation of enforceable income generating rights for custodians of 
I/T Knowledge, LES SA in its 15 June 2008 submission expressed reservation as to 
whether the Intellectual Property Laws Amendment Act (with its proposed 
amendments to the Copyright Act of 1978, the Designs Act of 1993, the Trade Marks 
Act of 1993 and the Performers Protection Act of 1967 - the Patents Act of 1978 
having been amended previously so as to incorporate defensive measures only) 
would accomplish the objectives as laid down by the legislature, to the extent sought 
by the legislature. 
 
In our June 2008 submission, a proposition was made for protection through the 
amendment of the Merchandise Marks Act (to include I/T subject matter, thus 
prohibiting the use thereof by parties other than the owners and their authorised 
agents), the creation of new and independent Sui Generis legislation, and a solution 
to the amendment of the existing IP Laws. 
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A more detailed discussion follows hereunder of the proposed solution to the 
question as to the amendment of the existing IP Laws versus the creation of new and 
independent Sui Generis legislation for the optimal protection of I/T Knowledge. 
 

2.1. Defensive Measures and Positive Provisions through Existing 
Intellectual Property Laws and Sui Generis Laws respectively 

 
Internationally, I/T Knowledge is recognised, protected and commercialised by 
means of both defensive measures, such as to guard against the abuse of the 
existing Intellectual Property Laws, and positive provisions, such a that providing for 
the recordal, registration and commercialisation of the I/T Knowledge.  
 

2.1.1   Defensive Measures 
 
Defensive measures in the present context typically comprise of provisions aimed at 
preventing the abuse of intellectual property rights granted to parties unrelated to the 
originating communities for existing T/K Knowledge. 
 

2.1.2   Positive Provisions  
 
Positive provisions in the present context typically include provisions for the recordal 
of the nature and extent of the T/K Knowledge and the identity of the originating 
communities, the creation and grant of rights to the T/K Knowledge and the 
commercialisation thereof by or on behalf of such communities.  
 

2.2. Protection through Existing Intellectual Property Laws 
 
The least intrusive and most speedy approach of protecting I/T Knowledge, it is 
argued, is to fit suitable measures, including defensive measures as well as positive 
provisions, for the protection of I/T Knowledge into the existing Intellectual Property 
Laws, notwithstanding the potential deviation from or even breach of international 
Intellectual Property Treaties as a result thereof.  
 
There has been much debate, however, about this approach since the approval of 
“The Protection of Traditional Knowledge through the Intellectual Property System 
Policy Framework”. Despite this debate and the corresponding debate internationally, 
the relatively successful incorporation of unobtrusive defensive measures for the 
protection of I/T Knowledge into the Patents Amendment Act, 2005 has proven that 
the existing Intellectual Property Laws could be amended so as to provide an 
effective vehicle for housing provisions against the misappropriation of I/T 
Knowledge, provided that such provisions are restricted to defensive measures. 
 
More particularly, the use of defensive measures in our existing Intellectual Property 
Laws, as part of a defensive strategy for the protection of I/T Knowledge, has been 
accepted broadly and relatively without adverse debate due to the fact that defensive 
measures are primarily aimed at preventing others from gaining or maintaining 
adverse and ill based Intellectual Property rights, thereby abusing the existing 
Intellectual Property Laws not only to the detriment of traditional communities, but 
also to the detriment of bona fide Intellectual Propriety proprietors and the public. 
 
It is however accepted that a defensive strategy best should be complemented with a 
positive strategy so as to ensure successful recordal, registration and 
commercialisation of I/T Knowledge in addition to protection against abuse of 
Intellectual Property Laws. Such recordal and registration, together with the resultant 
rights, due to the materially different underlying legal principles relative to that of 
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conventional intellectual property, in our opinion best should be provided for in 
separate, special purpose legislation, i.e. Sui Generis Law. This approach will ensure 
that no deviation from or breach of international Intellectual Property Treaties should 
take place. 
 
It is however important to appreciate that the above approach does not suggest for 
one moment that the positive provisions as proposed in the Bill must be abandoned 
whatsoever, but merely that they best could be housed and structured independently 
of the restrictive provisions and materially different underlying principles respectively 
as provided for in the existing Intellectual Property Laws and associated Treaties. 
 

2.3. Protection through Positive Sui Generis Legislation 
 
Many countries such as Peru, Costa Rica, Portugal and Thailand, have elected to 
protect I/T Knowledge through positive new national legislation or international norms 
i.e. Sui Generis Law.  

Sui Generis Law, comprising typically primarily of legislation, is usually independent 
of existing legislation, consisting of stand-alone Intellectual Property-like Law, such 
as the Indian Arts and Crafts Act, 1990 of the United States of America (this act 
prevents the marketing of products as Native American products when not made by 
Indians as defined in the act). 
 
Sui Generis legislation, we suggest, would therefore be used positively to address 
and provide for collective ownership issues, to determine what constitutes an 
indigenous community and who is entitled to act on behalf of that community, and to 
set out objective criteria for the determination of works which have an indigenous 
nature and traditional character.  
 
Sui Generis legislation can therefore be used to establish a general law on I/T 
Knowledge. This legislation therefore is created specifically as a suitable platform to 
house elements which cannot be dealt within effectively and without detrimentally 
effecting existing laws with materially different or restrictive underlying principles, 
aims and objectives, such as the existing and conventional Intellectual Property 
Laws. 
 
In establishing a Sui Generis law for I/T Knowledge protection, regard will have to be 
given to key issues such as the goals of protection, elements to be protected, 
creation and enforcement of rights, applicable sanctions and confirmation such as to 
whether protection still applies if third parties are already using objects that are 
subject to separate protection, international protection of rights, etc. 
 
3. Additional Protection through Non-Legislative Systems 
 
A Non-legislative system, such as a contractual relationship, can also be used to 
supplement a Sui Generis law for I/T Knowledge protection as detailed above. A 
good example hereof, was the Memorandum of Understanding entered into between 
the CSIR and the Khomani San tribe, which in the event that the products of the 
Hoodia plant were marketed, a percentage of profits would accrue to the San tribe.  
 
4.  Conclusion 
 
In order to find the most optimal legal framework for the recordal, protection and 
commercialisation of I/T Knowledge, policymakers together with the legislature and 
the Intellectual Property Law and I/T Knowledge fraternities internationally are 
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exploring various options and combinations of the conventional Intellectual Property 
Laws and the evolving Sui Generis Laws to provide for the best legal framework(s) 
for the protection of I/T Knowledge. 
 
The first step of determining, national policy objectives as well as the needs of 
communities who are holders of I/T Knowledge, the subject matter of protection, the 
establishment of rights versus the policy goals of cultural heritage protection, has 
been undertaken by government. 
 
The availability of a suitable I/T Knowledge framework under the conventional 
Intellectual Property Laws has been identified and certain defensive measures have 
been incorporated while the incorporation of both defensive measures and positive 
provisions has been proposed to Copyright Act of 1978, the Designs Act of 1993, the 
Trade Marks Act of 1993 and the Performers Protection Act of 1967 in terms of the 
Bill. 
 
The Bill endeavours however to slot both the defensive measure, against abuse, as 
well as the positive provisions, for recordal, registration and commercialisation of the 
I/T Knowledge into the existing, conventional Intellectual Property Laws, proposing 
an “one-size fits all” suite of Intellectual Property legislation that unfortunately, in our 
opinion, falls short of meeting our international and national Intellectual Property Law 
commitments and strategies while complicating and even compromising the legal 
framework reasonably required for I/T Knowledge and the application thereof by 
traditional communities and industry players. 
 
Therefore, we wish to propose that an effective legal framework could be found with: 
 

1. positive, stand alone, Sui Generis, I/T Knowledge legislation, providing inter 
alia for the recordal, registration and commercialisation of I/T Knowledge; 

2. defensive measures in the existing, conventional Intellectual Property Laws, 
providing inter alia for protection against the abuse of the conventional 
Intellectual Property Laws; 

3. complementary, customary and indigenous laws, cultural heritage 
preservation laws, trade practices etc;  

4. contractual arrangements for specific I/T Knowledge and between specific 
parties; and  

5. awareness programmes, training and legal aid by appointed institutions to 
assist communities in enforcing their rights; 

 
thereby ensuring a comprehensive, uniform legal landscape for both conventional 
Intellectual Property as well as T/K Knowledge in accordance with the respective 
principles and objectives for all the people of South Africa. 
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