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COMMENTS ON THE INTELLECTUAL PROPERTY LAWS AMENDMENT BILL (IP BILL) 
IN SO FAR AS IT RELATES TO THE DESIGNS ACT 104 OF 1933
1. AD SECTION 28 OF THE IP BILL

Amendment of Section 1 of the Designs Act:
1.1
Section 28(a): Definition of “collecting society”
· A “collecting society” is defined to mean a collecting society established under the Copyright Act, 1978 (Act No 98 of 1978).
· The only relevant references in the the Copyright Act are to be found in the proposed Sections 11C and 23(5)(c) (ii) and these sub-sections refer to “their representative collecting societies’ and  “one or more collecting societies representing either or both of these (i.e. the opposing) parties”, respectively
· The definition of “collecting society” is thus hardly a definition of anything concrete and the purpose of its proposed existence is difficult to understand.

1.2
Section 28(e): Definition of “indigenous community”
· The proposed definition of “indigenous community” is so wide as to render it meaningless.

1.3
Section 28(f): Definition of “proprietor”
· The definitions of “proprietor” in existing subsections 1(1) (xix) of the Designs Act all refer to the proprietor being a “person” and have their stem in the proprietor being the “author” in the sense of an independent creator.  It is unclear how an “indigenous community” could realistically be a proprietor.
1.4
Section 28(g): Definition of “traditional design”
· The reference in the definition proposed to “features” means that the scope of a “traditional design” registration would straddle both “aesthetic” and “functional” as currently defined. The result would be the provision of wider, and more favoured, protection to an indigenous community than to a non-indigenous community.  In the event of such a non-indigenous community being the international community, will be reverted to under General below.

· The suggestion that a “traditional design” has to be one “recognised” by an “indigenous community” introduces a subjective test which is too wide and too uncertain.

2. AD SECTION 29 OF THE IP BILL

Amendment of Section 2 of the Designs Act:
· The proposed addition of subsection 2(1) seems to be unnecessary in the light of the proposed section 31(2A), but little seems to turn on it.

3. AD SECTION 31 OF THE IP BILL
Amendment of Section 14 of the Designs Act:
3.1 Section 31(a)

· It follows from the proposed insertion of paragraph (c) into subsection 14(1) that a “traditional design” would neither have to be:
i. “original”; nor

ii. “not commonplace in the art in question”.

· Moreover, the requirement that a “traditional design” registration will have to have a “traditional character” again introduces a concept of uncertain meaning.

3.2 Section 31(c)

· The proposed introduction of Section 14 (2A)(a) is difficult to understand. A “traditional design” can not be “traditional” and at the same time “not form part of the state of the art” at the “date of application thereof.”
· Moreover, there seems to be no basis for the proposed special dispensation in the provisos to section 30(2A) in the case of “traditional designs”.
4. AD SECTION 32(b) OF  THE IP BILL

Amendment of Section 15 of the Designs Act:

· In regard to the proposed section 15(1B), the “Council”, as defined, is proposed to be a group not consisting primarily of lawyers and, in those circumstances, the question may arise as to whether the Council would be in a position to dispense the “advice” sought by the registrar.
5.
AD SECTION 33 OF THE IP BILL

Amendment of Section 22 of the Designs Act:

· It is not entirely clear  why there should be differences in the durations of protection of “traditional designs” registered in terms of proposed sections 14(2A)(a) and (b) or on what basis the lengths of the proposed periods of duration have been determined.

6.
AD SECTION 35 OF THE IP BILL

Amendment of Section 35 of the Designs Act:

· With the introduction of proposed sub-section 35(13) (b), the strange situation could arise of a member of an “indigenous community” having to pay himself a royalty for the use of his own design.

· Proposed sub-section 35(14) gives a number of alternatives as to how a reasonable royalty “shall” be determined, but gives no guidance as to the order of precedence or rankings of the alternatives.

7.
AD SECTION 36 OF THE IP BILL

Amendment of the Designs Act by the insertion of sections 38A and 38B:

· The question is raised as to whether or not the Council would have the necessary insight to provide the advice contemplated in the proposed section 38A(2).

9.
GENERAL

South African design law is concerned with the protection to be given to the shape, configuration, pattern or ornamentation as applied to an article where the shape, configuration, pattern or ornamentation is, in essence and not artificially, novel and original at the relevant date.

If these requirements are at the relevant date absent, the attempt contained in sections 28 to 36 of the proposed Intellectual Property Laws Amendment Bill, to shoe-horn “traditional designs” in under the umbrella of the Designs Act, is misconceived.  The proposed amendments, if introduced, would be damaging to South Africa’s hard-won reputation in the sphere of intellectual property law, both nationally and internationally.

It is the latter consideration, namely of South Africa’s position in the international arena, which warrants particular consideration.

There can be no doubt that “traditional designs” as proposed will have to meet less stringent requirements in regard to their extrinsic characteristics, such as novelty, originality and not being commonplace, as compared to aesthetic and functional designs under the existing Designs Act.  Semble: The rights arising from a “traditional design” would be stronger than those of an aesthetic or functional design registration. Moreover, the protection afforded by “traditional design” registrations would be confined to select communities of people living, or having close ancestral ties, within the borders of South Africa.
Both these parameters fly in the face of international agreements and conventions to which South Africa is a party.

Thus the TRIPS agreement provides as follows in the Articles indicated:

Article 3: “Each Member shall accord to the nationals of other Members treatment no less favourable than it accords to its own nationals with regard to the protection of intellectual property”.

Article 4: “With regard to the protection of intellectual property, any advantage, favour, privilege or immunity granted by a Member to the nationals of any other country shall be accorded immediately and unconditionally to the nationals of all other Members…..”

Article 25: “Members shall provide protection of independently created industrial that are new or original”.

Perhaps the most important of the relevant international provisions is Article 2 of the Paris Convention which spells the position out in these terms:

Article 2: “Nationals of any country of the Union shall, as regards the protection of industrial property, enjoy in all the other countries of the Union the advantages that their respective laws now grant, or may hereafter grant, to nationals; all without prejudice to the rights specially provided for in this Convention. Consequently, they shall have the same protection as the latter, the same legal remedy against the infringement of their rights, provided that the conditions and formalities imposed upon nationals are complied with”.

South Africa cannot afford to jeopardize, let alone loose, its membership of the likes of the Paris Convention.  Were South Africa to loose its position in the international intellectual property law arena for any length of time, it is no exaggeration to say that the loss to the South African economy would be incalculable. 

