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COMMENTS ON THE INTELLECTUAL PROPERTY LAWS AMENDMENT BILL (IP BILL)
IN SO FAR AS IT RELATES TO THE TRADE MARKS ACT, 1993

1.
The proposed amendments to the Trade Marks Act, 1993 to provide for the protection of

traditional intellectual property relate to:

1.1
Section 1, being the index (section 17 of the IP Bill);

1.2 Section 2, being the definition clause (to provide for new concepts) (section 18 of the IP Bill);

1.3 Section 9, relating to the requirement of distinctiveness for the registrability of a trade mark (to provide for the distinctiveness of traditional terms or expressions) (section 19 of the IP Bill);

1.4 Section 10, relating to unregistrable trade marks (to exclude certain indications and include others) (section 20 of the IP Bill);

1.5 Section 16, relating to the Registrar’s duties on applications (to provide for refusals and notifications) (section 21 of the IP Bill);

1.6 Section 34 dealing with infringements (to provide for exclusions thereto and payment of a licence fee) (Section 22 of the IP Bill);

1.7 Section 42, dealing with certification marks (to include geographical indications) (section 23 of the IP Bill);

1.8 Section 43, dealing with collective marks (to include geographical indications) (section 24 of the IP Bill);

1.9 Sections 43A, 43B and 43C are to be inserted to provide for referrals to the National Council, recordals in the national database and payments to the National Trust Fund (section 25 of the IP Bill);

1.10 Section 69, dealing with tariffs to provide for regulations relating to collecting societies (section 26 of the IP Bill); 
1.11 Section 69A, dealing with reciprocity (section 27 of the IP Bill). 

2.
A few basic sections of the Trade Marks Act formulate certain principles on which reliance can be placed in general without the necessity to individualize specific outcomes therein. The changes recommended by the Bill disturb the compactness of the Trade Marks Act by providing for specific matters in instances where the existing principles enunciated in the Trade Marks Act already cover them. 

3.
The cumbersome amendments to Sections 9 and 34 of the Trade Marks Act should be avoided, as they deal with such general principles. 

4.
If the indigenous and traditional intellectual property law concepts are clearly defined in Section 2 of the Trade Marks Act and their ambit adequately amplified in Sections 43A, B and C, it will not be necessary to amend Sections 9 and 34. The additions that are suggested in Sections 10 and 16 may be curtailed substantially.

5. A glaring defect in the Bill is the vague status of indigenous communities due to the lack of objective indicators to determine their status, including identity, authority, representative particulars and address. The defect can be rectified by bringing the determination of these factors under the guardianship of the National Council. This will in turn require amendments to Sections 40B (duties and functions of Council) and 40C (National database). Firstly, it will be necessary to supplement the duties and functions of the Council as well as the purpose of the National database to also make provision for full information on recognized indigenous communities. 

6. It will serve no purpose to redraft alternative sections before the way to approach the matter is decided and comprehensive recommendations had been considered. In this regard, Sections 9 and 34 feature in most court decisions on trade marks and even small changes to these may disturb interpretation of general principles that have been built up by years of court precedents. 

On the other hand, Sections 1, 2, 10, 16, 43 and 69 deal with particular situations and amendments to these should not be as far ranging so as to cause unforeseen complications. It should be endeavoured to provide for the protection of indigenous and traditional concepts and rights by only amplifying the last-mentioned sections of the Trade Marks Act, as well as the proposed Sections 40B and C of the Copyright Act. 

7. The proposed Section 40B(1) of the Copyright Act could for example be amended by inserting:

(c))(i)
advise on the recognition of an indigenous community, including its centre of authority, address for service in legal proceedings and process to determine who is authorized to act on its behalf for purposes of the protection of indigenous knowledge and concepts;

(ii)
advise on the recognition of geographical indications;

(iii)
advise on the recognition of traditional terms and expressions.

8. The proposed Section 40C(3) could be amplified by inserting:

(f)
indigenous communities; and

(g)
geographical indications

recognized by the Minister on advice of the Council in terms of Sections 40B(c) shall be recorded in the database in the appropriate sections, in the prescribed manner.

9. The proposed Section 69A is an apparent attempt to pay lip service to South Africa’s international obligations under the Paris Convention and the TRIPS Agreement, which require so called “National Treatment” to be meted out to fellow signatories of these treaties, and which is obligatory under them. The attempt fails and the absence of national treatment means that the Bill falls short of our obligations.
