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Key issues and recommendations emerging

1.
The table below highlights the written submissions oral presentations to the Portfolio Committee on Science and Technology and the Select Committee on Education and Recreation on the occasion of the public hearings to the IPR-PFRD Bill held on 29 & 30 July 2008.  

2.
Submissions were received from the following individuals and organisations:

1. Prof Kinderlerer - UCT - 17 July 2008 (captured hereunder as “UCT”) 

2. Roy Page Shipp - 20 July 2008

3. SANERI - July 2008

4. UCT - July 2008 (captured hereunder as “UCT”)
5. CSIR - 24 July 2008

6. Medical Research Council (MRC) – 23 July 2008

7. Agricultural Research Council (ARC) – 24 July 2008

8. Vaal University of Technology (VUT) – July 2008

9. University of Pretoria (UP) – July 2008

10. Eskom – 25 July 2008

11. Joint submission: Anglo Operations Ltd; Anglo Platinum Ltd; SAPPI Ltd and Sasol – 24 July 2008

3.
Notes: The table has been structured in line with the logic of the relevant sections of the IPR-PFR Bill. The comments have been captured in the language of the relevant stakeholder concerned. 
	Section
	Recommendation
	Organisation

	General comments
	General Comments
	

	
	We are happy to note that many of our concerns expressed earlier in the process have been taken into account, as a result of the consultative process followed by the Department of Science and Technology (DST).
	CSIR

	
	We must not lose sight of our development context and must strive to keep in the forefront the Bill’s expansive definition of “commercialisation”, which provides for use of intellectual property for social benefit.  Various options are available to leverage intellectual property for the public good, such as socially responsible licensing, humanitarian use licensing, global access imperatives and open source and open access models.  The right of institutions to retain freedom-to-operate in respect of intellectual property licensed or assigned under the legislation must also be jealously guarded.
	CSIR

	

	
	… the Bill seems to be based on the assumption that patenting will naturally lead to licensing and commercialisation opportunities, and as such appears to lay undue emphasis on patenting as an end-goal, rather than viewing it as one of many tools to promote exploitation of technology.  This could inadvertently encourage institutions to pursue weak or frivolous patents (particularly when the non-examining status of the South African patent office is considered).

… The Bill imposes demands that are not implementable and is likely to dramatically impact on the publication output of institutions.

DST Response: The demands stated by UCT are neither substantiated nor clear.

… From a South African perspective it is very important to note that, whilst institutions in the USA are primarily funded through federal grants, South African institutions are much more dependent on non-governmental funding to support their research endeavour … The current requirements of the Bill may result in such entities being discouraged from providing funding to South African institutions, because the mandatory provisions contained in the proposed Bill …

DST Response: the Bill provides for clarity in respect of when non-governmental organisations can have rights to the IP that has been partly subsidised by public funds.  The present arrangements where public sector subsidises private sector ownership of IP cannot continue, and the Bill is meant to address this.    
A further matter of grave concern is the proposed ‘walk-in’ rights reserved for the State … companies will avoid licensing IP from public research organisations, or even worse, avoid funding research completely, because of fears that they will not be able to use the results freely.

DST Response: the walk-in rights are in respect of (i) non-use and (ii) failure by recipient to disclose IP created with public funds.  If companies are used to licensing IP that they then do not use, then the walk-in rights will have the alleged effect.  The Bill seeks to ensure that publicly financed IP is commercialised to benefit society at large.  
In summary, the principle of a guiding framework is not contested. However, the Bill ignores the reality of our current funding structures, international treaties and cooperation arrangements, the basic mission of HEI’s, namely the promotion of research and scholarship, while protecting the rights and privileges which scholars traditionally enjoy in the pursuit of knowledge.  Furthermore, the Bill has financial implications that will be to the detriment of institutions to deliver on their teaching, research and community service mandates.  In our view the intent of the Bill is sound, but the implementation will not realise these intentions. 
DST Response: “the financial implications that will be to the detriment of the institutions” are not substantiated.  Regarding OTTs, the State will subsidise these for some time, and in any event, as much as institutions provide resources for managing research contracts, they should be providing resources to manage the IP arising from such research contracts, and in particular seeking ways that research results can be disseminated to society (technology transfer).

 
	UCT

UCT

UCT

UCT



	
	
	

	
	The MRC supports the general principles, purpose and intentions of the Bill, and acknowledges the vast improvement of the Bill published in Government Gazette No. 31130 of 13 June 2008 over the first draft released for public comment in 2007.
	MRC

	
	
	

	
	I offer my congratulations on such an important effort I the formulation of this Bill and believe that the Bill will contribute a great deal to the achievement of the policy goals articulated in the Ten Years Plan for Innovation.  Further, it is our conviction that this Bill will facilitate success in, amongst others.  The development of SMME`s leading to growth in the South African economy through Government `s investment in R&D.  The ARC shares these ideals and supports them.
	ARC

	
	
	

	
	No flexibility approach but very prescriptive and controlling.  Because it is very bureaucratic it does not encourage entrepreneurial activities and innovations.  This could stifle economic growth.

It is unclear how the Bill envisages partnerships between the proposed National Intellectual Property Management Office (NIPMO) and Companies and Intellectual Property Registration Office (CIPRO).

DST Responses: The VUT submission appears to be based on early draft of the IPR Bill, which has been substantively amended.
	VUT

	
	
	

	
	We would like to thank you for granting us the opportunity to comment on this second draft of the bill. We note our previous comments were considered.
	Eskom 

	
	
	

	
	The Bill goes a significant way towards ensuring that the benefits of publicly financed research and development inure to the institutions. Whilst the amendments thus far to the previous drafts of the Bill are welcomed and supported, there are a few remaining issues which we believe require attention and/or appreciation of their potential ramifications prior to acceptance of the Bill.
	Anglo, Sasol, Sappi

	
	
	

	1
	Definitions
	
	

	1
	
	The definition of ‘‘funding agency’’ should be amended to read as follows: ‘‘funding agency’’ means the State or an organ of state or a state agency or component which funds research and development”
DST Response: “funding agency” means the State or an organ of the State or a State agency or instrument to the extent that it funds research and/or development.
	CSIR

	
	
	Intellectual property should be defined according to its potential for “commercialisation” (as defined in the Bill), rather than in terms of being able to be protected by law.  The following definition is therefore proposed instead: “intellectual property” means creations which have the potential to be commercialised”. 
DST Response: no need to do that as by so doing, there will be difficulties in implementing the ‘walk-in rights’ in respect of non-disclosure, as recipient could argue that at the time of disclosure was not aware of commercial potential.
	CSIR

	
	
	The definition of “intellectual property creator” should be amended to read as follows: ‘‘intellectual property creator’’ means the person involved in the conception of intellectual property”

DST Response: PROPOSED AMENDMENT:  “intellectual property creator” means the person involved in the conception of intellectual property in terms of this Act and identifiable as such for the purposes of obtaining statutory protection and enforcement of the intellectual property rights, where applicable.
	CSIR

	
	
	The definition of “intellectual property transaction” should be amended to read as follows: ‘‘intellectual property transaction’’ means any agreement in respect of intellectual property, and includes licensing, assignment and any arrangement in which the intellectual property rights are transferred to a third party, but excludes transactions involving intellectual property developed as a result of “full-cost” research”

DST Response: proposed definition should be “intellectual property transaction” means any agreement in respect of intellectual property emanating from publicly financed research and development, and includes licensing, assignment and any arrangement in which the intellectual property rights governed by this Act are transferred to a third party.
	CSIR

	
	
	The definition of “revenue” should exclude non-monetary benefits.

DST Response: No – in the case where the monetary benefits are a consideration under an IP transaction, there is some value that is attached thereto and this value is what should be used for the determination of IP creators’ rights.
	CSIR

	
	
	The term “commercialisation entity” referred to in the definition of “revenue” must be defined.

DST Response: AMEND DEFINITION OF REVENUES BY deleting ‘commercialisation’  
	CSIR

	
	
	

	1
	
	The definition of Intellectual Property is too broad and inconsistent with established good practice. The words ‘non-patentable’ should be excised from the definition of Intellectual Property. 
DST Response: by deleting ‘non-patentable’ we will be confining the Bill only to patentable inventions, which would leave a gap in respect of what the Bill is meant to cover.

The introduction of the word ‘non-patentable’ into the definition throws this into disarray.  Claims for inventions that do not fit the ‘patentable’ mould are impossible to identify and manage … The confusion may have arisen from the increasing focus on Intellectual Capital, or the accumulation of knowledge products that an organisation has available to it ... Such knowledge cannot be traded because it does not belong to the organisation – it is merely accessible to the organisation by virtue of the employment contracts with the staff.
	Roy J Page-Shipp

	
	
	

	1
	
	For the inclusion of SANERI (and its successor – SANEDI) as an institute that may own its own IP, the following amendments to the IP Bill are suggested:

· §1 Definitions – add and other state owned entities to the definition of Institutions so as to include SANERI – that is

‘Institutions’ means higher education institutions and statutory science councils and other state owned entities listed in Schedule 1 to this Act

DST Response: According to the Energy Bill, SANEDI has two distinct functions (i) as an institution in as far as it undertakes its own research and (ii) as a funding agency in as far as it funds research at higher education institutions. 

Inclusion of SANEDI in Schedule 1 will be to the extent that it acts in its function as an institution.  However, where it acts as a funding agency, SANEDI will not be regarded as an institution, but rather a private entity or organisation (see proposed amendment to section 15)  
	SANERI

	
	
	
	

	1
	
	‘Commercialisation’: This definition considers ‘benefit to the society’ as a commercial outcome. However the rest of the Bill seems to consider financial/monetary returns as the indicator of commercialisation success. 
DST Response: a matter of interpretation and no action required.  
‘Intellectual Property’ The definition of intellectual property currently in the Bill has a real likelihood of negative consequences. The definition refers to creations 'capable of being protected by law from use by any other person, whether in terms of South African law or foreign law …The Bill requires that software be commercially exploited, by means of proprietary licences.

DST Response: the reference to foreign law is included to ensure that differences in IP protection in respect of different jurisdictions are not exploited by recipients.  For example, software / computer programs are not protectable by SA Patent Law but are protected by US law; also the definition is intended to cover, for example, trade secrets.

‘Publicly Financed Research and Development’ - This definition is unclear. The NRF for example has various funding schemes which inter alia support bursaries, running costs, international travel and conferences, equipment, sabbatical, and workshop/ seminar costs … 

Cognizance should be taken of the Bayh-Dole Act in this regard. It specifically excludes federal grants that are primarily for the training of students and postdoctoral scientists. “.. no scholarships fellowship, training grant, or other funding by a Federal agency for educational purposes will contain any provision giving the Federal Agency any rights to inventions made by the awardee”. 

DST Response: AMEND AS FOLLOWS: “publicly financed research and development” means research and development undertaken using any funds allocated by a funding agency [for such purpose]; but excludes funds allocated for scholarships, bursaries and other purely educational purposes. 
Publications are not defined in the Bill and could be interpreted very broadly. It could include journal articles, notes, conference papers, books, monographs and possibly also all course notes, web pages, web logs, MSc and PhD theses, and publicity material, depending on the interpretation.

DST Response: No need to define

Additional definition:

“protection means applying an open licence, including in an open source project, obtaining registered rights and using registered rights for commercial, defensive, or to provide an open patent or design licence in the public interest, whichever is appropriate for the research results”;

“registered rights means patent, design or other intellectual property rights requiring registration to exit”

DST Response: No need to include these additional definitions. 
	UCT

	
	
	
	

	1
	
	The definition of “revenue” should not include non-monetary benefits, as these will likely be very difficult to share with IP creators.

DST Response: Do not agree.  See above (response to UCT)
	MRC

	
	
	
	

	1
	
	‘department’ – change from ‘department of…’ to ‘department responsible for…’. This would allow a continued application within different configurations of departments in any future administration. 

DST Response: In principle no objection.  Need guidance from Office of the Chief State Law Adviser (CSLA)

‘publicly financed research and development’ needs a tighter definition.  The current definition implies that any financial contribution from a public agency, no matter how small a percentage, is considered PFR&D.

DST Response: see suggested amendment above.  Further, it is the intention of the definition to ensure that public funds do not subsidise R&D which private sector would own all the IP without proper consideration paid.

Technology transfer is a crucial concept in the bill and needs to be defined and such a definition needs to be included in this section.

DST Response: although technology transfer is a crucial concept in the bill, the term ‘technology transfer’ is not used per se.  As such, there is no need to define the term.

The concept of full cost is best placed in this section rather than in section 15.

DST Response: “full cost” is referred to only once in the Bill and the CSLA has advised that it be rather defined in the relevant section where it is used, which is section 15.
	UP

	
	
	
	

	
	
	“commercialisation” - IP rights held solely for …defensive purposes, should be within the ambit of commercialisation and so as not to fall foul of the provisions of section 14 (acquisition of IP rights by State).

To interpret the meaning of “non-commercialised IP” in section 14(2), one needs to consider the definition of commercialisation.  If defensive use of IP is excluded, this could lead to the exclusion of a significant number of research and development projects which not be in the best interests of institutions.

To remove any doubt in this regard it is proposed that the words “.. , including defensive use,” are inserted after the word  “…purpose…” in the 3rd line.

DST Response: Defensive use of patenting, unless there is monetary value, cannot be included. The basis of the Bill is to ensure that IP developed with public funds is commercialised. 

“intellectual property” - The reference to “copyright” in the definition of intellectual property is a contradiction, as copyright is an intellectual property right (i.e. the negative bundle of rights of copyright entitling the owner of a copyrighted work to preclude others from copying it), while the copyrighted work is the object of such rights (i.e. IP, being a creation of the human mind).

It is therefore proposed that a separate definition for intellectual property rights be provided, or in the present definition of intellectual property, if it is retained, the word “copyright” is substituted with the words “and including all copyrighted works such as a thesis”. pure
DST Response: PROPOSED AMENDMENT: “intellectual property” means any creation of the mind that is capable of being protected by law from use by any other person, whether in terms of South African law or foreign law, and includes any rights in such creation, but excludes [copyright in] copyrighted works such as a thesis, dissertation, article, handbook, or any other work, in the ordinary course of business, is associated with conventional academic work.
This definition should precede the definition of intellectual property transaction to maintain the alphabetical order. 

DST Response: that is already the case!

In addition, it is believed that the present words “involved in the conception” are too broad, as it arguably includes non-creators (e.g. administrative staff). 

DST Response: See proposed amendment above.

The Act relates only to publicly funded research and development.

It is therefore proposed that the definition is substituted by the following: “…means the person entirely or partially creating intellectual property arising from publicly funded research and development and identifiable as such for the purposes of enforcement of intellectual property rights, were applicable;…”. 

DST Response: see proposed amendment above
“intellectual property transaction” - The Act relates only to publicly funded research and development.  It is therefore proposed that the words “arising from publicly funded research and development” are inserted after “intellectual property” in the body of the definition.

DST Response: the Bill applies to publicly financed research, but see proposed amendment above.

“publicly financed research and development” - It is believed that substantial intellectual property could be the result of post graduate studies, incorporating research and development. The funder of such research and development or the employer of such student might therefore wish to engage the institution on a full cost basis as provided for in this Bill.

It is therefore proposed that the words “, including as part of a post graduate studies;” are added to the end of the definition.

DST Response: OK, although this expands the scope of the Bill. 

“recipient” - The use of the word “incorporate” seems incorrect. It is therefore proposed that it is substituted with “unincorporate” in accordance with the Interpretation Act.

DST Response: PROPOSED AMENDMENT: “recipient” means any person, juristic or non-juristic, that undertakes research and development using [receives] funding from a funding agency[ to undertake research and development] and includes an institution.
“revenue” - There exists uncertainty as to how non-monetary benefits are to be shared, valued and/or otherwise dealt with in terms of section 10 (Rights of Intellectual Property Creators).

It is therefore proposed that non-monetary benefits are excluded from the definition of revenue.

DST Response: non-monetary benefits have value, so need to take that value for purposes of benefit sharing calculation. 
	Anglo, Sappi, Sasol

Anglo, Sappi, Sasol

Anglo, Sappi, Sasol

Anglo, Sappi, Sasol

Anglo, Sappi, Sasol



	
	
	
	

	2
	
	It is recommended that the Act should have the following objects:

To make provision that knowledge from publicly financed research is utilised for the benefit of society, whether it be for social, economic, military or other purposes;

To require recipients of publicly financed research to assess, record and report on the benefit for society of publicly financed research;

To acknowledge and reward human ingenuity and creativity;

To protect intellectual property developed from publicly financed research from appropriation, and ensure that it is available to the people of the Republic;

To require the identification of commercialisation opportunities of intellectual property from publicly financed research;

To enable the State, where necessary, to use the results of publicly financed research and development and the attendant intellectual property in the interests of the people of the Republic.
DST Response: CONSIDER FOLLOWING AMENDMENTS:

2(1) The object of this Act is to make provision that intellectual property developed from publicly financed research and development is identified, protected, utilised and commercialised for the benefit of society, whether it be for a social, economic, military or any other benefit to the ordinary persons of the Republic.

(2) This Act furthermore seeks to ensure that – 

(a) recipients of funding from a funding agency assess, record and report on the benefit for society of publicly financed research and development;

(b) recipients protect intellectual property developed from publicly financed research and development from appropriation and ensure that it is available to the people of the Republic
(c) recipient identifies commercialisation opportunities of intellectual property from publicly financed research and development
(d) human ingenuity and creativity are acknowledged and rewarded;
(e) the people of the Republic, particularly small enterprises and BBBEE entities have preferential access to opportunities arising from the production of knowledge from publicly financed research and development and the attendant intellectual property;
(f) following the evaluation of a disclosure, researchers may publish their research findings for the public good;
(g) where necessary, the State may use the results of publicly financed research and development and the attendant intellectual property in the interest of the people of the Republic.
 
	UCT

	
	
	
	

	2
	
	The terms arising and developed are used interchangeably in the Bill.

It is therefore proposed that the term “arising” is substituted for “developed” in section 2(1) for consistency purposes throughout the Act.

DST Response: Substitute ‘developed’ / ‘emanating’ with ‘arising’ throughout the text of the Bill. 
	Anglo, Sappi, Sasol

	
	
	
	

	3
	
	The establishment of an IPMO is mandatory … the institution must within six months of the coming into effect of this act, establish an IPMO.  IPMO are costly and require unique skills (it is on the list of scarce skills).  Six months are not realistic because of the costly nature of staff and unique skills of this office.  Institutions do not generate enough IP to warrant resources required to establish and run an IPMO.  The act is very stringent and less flexible and no autonomy of institutions.

DST Response: As already stated, VUT has commented on the first draft of the Bill.  However, (i) timelines changes already to 12 months and (ii) Regional Tech transfer Offices will address the potential cost implications
	VUT

	
	
	
	

	3
	
	The extent to which the various provisions in the Bill are applicable to IP from research and development at full cost is uncertain. 

It is therefore proposed that the word ”only” is inserted after “applies” in section 3(1) to assist in clarifying the intent of the legislature, should it in fact be the intent that this Act applies only to intellectual property arising from publicly funded research and development, i.e. excluding intellectual property arising from research and development funded at full cost. 

DST Response: No need to do that.  Industry is being overly cautious.
Concern has been expressed that the Act could impact adversely on existing projects, which we understand is not intended.  It is therefore proposed that a new sub-section 3(3) be inserted as follows: “This Act shall not apply to publicly financed research and development undertaken in terms of an agreement in force when this Act takes effect.” 

DST Response: not necessary as the Act cannot be retrospective.  We have however communicated to industry that any agreements structured contrary to what is contained in the IPR Policy Framework will be challenged. 
	Sasol, Sappi, Anglo

	
	
	
	

	4
	
	It is noted that subsection 4(2) deals with a two-component decision process, namely a decision to retain ownership in intellectual property, and a decision to obtain statutory protection for intellectual property.  We submit that the legislation is acceptable as it stands, provided that the corresponding regulations or guidelines put in place an appropriate process to address this, taking into account that retention of ownership without obtaining statutory protection may be justified in certain circumstances.

DST Response: will seek to address this in regulations.  
	CSIR

	
	
	
	

	4
	
	The definition of Funding Agency currently includes “An organ of state”.  We need clarity as to whether Eskom for the purposes of this Bill is considered an organ of state.  If so, then it has grave consequences on Intellectual Property Ownership for Eskom.  We are concerned that section four (1) denies us of ownership of intellectual property arising from the research, which is funded by Eskom.  This is also supported by the definition of “publicly financed research and development”.

We recommend that Eskom be considered as an organization under section 15 encompassing all the rights afforded to such entities as stated in the said provision.

DST Response: Where a public enterprise such as Eskom undertakes its own research, then it is considered a recipient. However, if funding R&D it is considered a funding agency.   See proposed amendments to s15.
	Eskom

	
	
	
	

	4
	
	(4)(b) represents a particular challenge in priority. In its current form on the option to acquire ownership, the bill gives priority to any private entity or organisation that has provided part funding ahead of the intellectual property creator. This appears patently incorrect. A more logical approach would be to allow for an ownership arrangement between the IPC and the private partner ahead of the IPC being given an exclusive or sole ownership option. 

DST Response: to be discussed further. This provision was proposed from the private sector.

Regulations will also clarify that where private sector co-funder elects, then some benefit sharing for the IP creators must be concluded.
	UP

	
	
	
	

	4
	
	The effect of this section is that if an institution decides not to file a patent for an invention, the institution and the relevant inventors will lose all control of their research output until NIPMO makes a decision; thereby removing autonomy from researchers and institutions … 
Section 4(3) mentioned a ‘prescribed period’ (not defined) a timeline in which NIMPO must act, however there is nothing in the Bill which sets out the consequences of a failure to act.  

This could potentially be seen as a limitation of the right of academic freedom set out in section 16(1) (b) and (d) of the Constitution.

DST Response: the regulations will deal with that. 
	UCT

	
	
	
	

	4
	
	(4) (b): If a private entity provides funding that may result in IP, they should get the first option to own and protect the IP ahead of NIPMO.

DST Response: This may defeat the objects of the Bill.  NIPMO only assesses if the State will be prejudiced by not electing title.  If the State will not be prejudiced, for example the IP has no potential to address societal and other challenges, then NIPMO will not just elect to take title.
	MRC

	
	
	
	

	4
	
	It is further uncertain, should an institution in terms of section 15(2), for any reason whatsoever, choose not to be the co-owner of the IP and NIPMO steps in as co-owner, what the responsibilities of NIPMO would be regarding the costs (e.g. prosecution, litigation and renewal fees) and duties (e.g. providing evidence and resources in litigation) associated with a co-owner.

DST Response: NIPMO will “stand in the shoes” of the institution, and incur the same obligations and have the same rights as if it were the institution.
	Sasol, Sappi, Anglo

	
	
	
	

	5
	
	It is not clear why section 5 is divided into two subsections, as all provisions seem to apply to intellectual property, and some redundancy is identified (e.g. between subsections 5(1)(e) and 5(2)(e)).  It is suggested that this division be eliminated, and redundancy/overlap between provisions listed under this section removed by incorporating the relevant provisions into the same subsection. 

DST Response: PROPOSE THAT CONSOLIDATE s5(1) and (2) into new s5(1) as follows: 

5.
(1)
A recipient must—

(a) 
put in place mechanisms for the identification, protection, development, management of intellectual property, intellectual property transactions and, where applicable, the commercialisation of intellectual property and appropriate capacity building relating thereto;

(b)
provide effective and practical measures and procedures for the disclosure of intellectual property and ensure that intellectual property arising from any publicly financed research and development is appropriately protected before results of such research and development are published or publicly disclosed by other means (from s5(2)(f) and CSIR suggestion below;
(c)
ensure that personnel involved with the research and development make a disclosure to it within 90 days (prescribed period?) of identification by such personnel of possible intellectual property and before the intellectual property is made public;

(d)
assess the intellectual property to determine whether it merits statutory protection and, where appropriate, apply for and use best efforts to obtain statutory protection in its name;

(e)
refer disclosures for which it elects not to retain ownership or not to obtain statutory protection to NIPMO within 30 days (prescribed period?) of it making such an election;
(b) (f)  in the case of an institution, manage revenues due to it from intellectual property transactions and the commercialisation thereof, including managing the benefit sharing arrangements with intellectual property creators at the institution;

(c)(g)  negotiate and enter into intellectual property transactions with third parties on intellectual property belonging to the recipient;

(d)
attend to any other matter concerning intellectual property identification, protection, development, management and commercialisation; and
(e)(h)  report to NIPMO on a biannual basis and as provided for in this Act and in Regulations, on all matters pertaining to the intellectual property contemplated in this Act, including all intellectual property fro which it elects to obtain statutory protection and the state of commercialisation thereof,  in a manner stipulated by NIPMO.

(i)
provide NIPMO with full reasons in respect of any intellectual property that is not commercialised; and

(k)       in the case of an institution to put in place mechanisms to annually assess, record and report on the benefit for society of publicly financed research conducted in that institution to NIPMO.  


	CSIR

	
	
	The word “all” should be deleted from subsection 5(1)(a) ???
	CSIR

	
	
	The 90-day time limit imposed in subsection 5(2)(b) is likely to create difficulties, as identification of intellectual property by researchers is frequently part of a process, rather than a discrete event.  As such, it is difficult to pin down an exact time of identification, from which the 90-day period would run.  It is therefore suggested that subsection 5(2)(b) should be amended to read as follows: “ensure that intellectual property creators make a disclosure to it of possible intellectual property as soon as possible after becoming aware of the existence of such intellectual property, but in any event before such intellectual property is made public”

DST Response: The time period is triggered by the researchers.
	CSIR

	
	
	Subsection 5(2)(c) should be amended to read as follows: “assess the intellectual property to determine whether it merits statutory protection and, where appropriate, apply for and use best efforts to obtain statutory protection in its name”

DST Response: Suggestion incorporated into new proposed s5 (see above)
	CSIR

	
	
	Time limits for taking certain actions should be set out in regulations rather than in legislation, for both NIPMO and recipients.  For example, a time limit of 30 days is prescribed for recipient action in subsection 5(2)(d), whereas time limits for NIPMO action are to be determined by legislation (as per section 4).  It is therefore proposed that subsection 5(2)(d) be amended to refer to a “prescribed period” rather than the current “30 days”.

DST Response: See above.  Amendment must not affect coming into effect of the Bill /Act. 
	CSIR

	
	
	Subsection 5(2)(f) is potentially problematic, especially for universities, where any curtailment of the right to publish is viewed as a restriction on academic freedom.  This obligation might therefore be better left to institutional policy.  If however it remains in, it should be amended to read as follows: “ensure that intellectual property is appropriately protected before being published or publicly disclosed by other means”

DST Response: Suggestion incorporated into new proposed s5 (see above)
	CSIR

	
	
	
	

	5
	
	5(2) (f): It is not possible and/or practical for the TTO to assess all publicly financed R&D for IP that may be prejudiced by publication.

DST Response: Suggestion incorporated into new proposed s5 (see above)
	MRC

	
	
	
	

	5
	
	Should non-monetary benefits be retained in the definition of Revenue, section 5(1)(b) be more clearly defined in the Regulation regarding valuing and managing non-monetary benefits;

DST Response: agreed
	Sasol; Sappi; Anglo

	
	
	
	

	5
	
	5.(1)(e) the clause is overqualified. The phrase ‘in a manner stipulated by NIPMO’ should be replaced with ‘in accordance with the regulations’.

DST Response: do not agree.  This is an administrative matter.  The Act states what should be reported, and NIPMO should state HOW it needs to be reported.
5 (2)(g) while the intent is admirable, given the general low percentage of patents that actually proceed to commercialisation, this could become an arduous reporting task for the recipient if done thoroughly. This has the potential to create a significant bureaucratic burden for recipient institutions.

DST Response: do not agree
	UP

	
	
	
	

	5
	
	We note that clause 5(2)g creates an onerous obligation on the recipients to provide reasons for the non commercialisation of the intellectual property. We require clarity whether it is the intention of the drafter to create such an onerous obligation on the recipient which in turn would have an impact on the funding partners.

DST Response: It is the intention of the Bill that publicly financed IP is commercialised in order for the taxpayer to realise value for funding the R&D.
	Eskom

	
	
	
	

	5
	
	Sections 5 and 6 impose specific requirements on institutions to establish and maintain Institutional Intellectual Property Offices. Besides vague references to incentives, the corresponding funding to carry out the function is not addressed.

… one of the myths, which impedes understanding or effective action on commercialisation, is that ‘universities are a vast untapped source of intellectual property’ (Australian Centre for Innovation, 2002.

Another study has found that less than 50 per cent of universities in the USA realise enough royalty revenue to cover the costs of running their technology transfer office (Tornatzky, L., 2000, Building State Economies by Promoting University-Industry Technology Transfer, National Governors’ Association. Washington, USA, p. 9).

Statutory requirements are being imposed without corresponding funding to carry out the function. Institutions cannot be expected to find funding from already stretched budgets for IP management and commercialization, and these activities should not be at the expense of the primary mandates of HEIs, i.e. teaching, research and community service. In addition, the generation of income from commercialization is very unlikely to be sufficient to make these offices self-sufficient and profitable, even in the long term, as evidenced by studies elsewhere. In the USA up to 50% of TTOs are still operating at a nett loss. Direct subsidization of the Institutions by the State must therefore be built into the Bill …
… When a researcher identifies intellectual property rights arising from research as potentially commercially valuable, then the researcher should report that potential as set out in section 5 (2). Where a researcher identifies intellectual property rights arising from research as requiring registered rights then the researcher should report that potential as set out in section 5(2).  Intellectual property arising from publicly financed research might require obtaining registered rights as appropriate protection. This does not mean that those rights should necessarily be commercially exploited but instead may play a role in preventing appropriation by defensive registration, participation in a patent pool or other means of preventing appropriation.

… Technology transfer offices do not have the capacity to process all research carried out in an research institution, nor is it desirable that they should do so, since it each case it requires an understanding of highly specialised, extremely complex scientific knowledge, instead researchers should be required to identify when it seems likely that research results shall require registered rights.

Recommendation:

Researchers should therefore have the responsibility of alerting recipients on appropriate protection for research.

Research institutions should introduce codes of good practise to guide research workers in applying appropriate protection to research, and identifying research likely to be commercially valuable.

Draft Provisions:

Additional Recipient obligations

Addition to current s5(1)

(f) in the case of an institution to put in place mechanisms to annually assess, record and report on the benefit for society of publicly financed research conducted in that institution to the Department of Science and Technology;

DST Response: incorporate into proposed amended s5. 

Addition to current s5 (2)

provide effective and practical measures and procedures for the protection of intellectual property;

amend current s5 (2) (b) to read

ensure that personnel involved in research and development disclose to the recipient that research results might require registered rights protection or are potentially commercially valuable, prior to the publication of that research 

amend current s5 (2) (c) 

assess intellectual property identified by researchers as requiring registered rights, or having potential for commercialisation, to determine whether it merits registered rights, and where appropriate apply for and ensure that it obtains registered rights in its name

amend current s5 (2) (d)

refer disclosures for which it elects not to obtain registered rights to NIPMO within 30 days of making such election;

amend current s5 (2) (e) 

report on intellectual property for which it elects to obtain registered rights, the reasons for obtaining protection, and where appropriate, the state of commercialisation of the rights to NIPMO on a biannual basis

delete current s5 (2) (f) and (g)
	UCT

	
	
	
	

	6
	
	In order to make allowance for institutions with technology transfer offices which pre-date the legislation, the words “have in place or” should be added to the beginning of subsection 6(1)(a)

DST Response: ‘existing’ in 6(1)(b) caters for this
	CSIR

	
	
	It is suggested that the word “joint” replace the word “regional” in subsection 6(3)

DST Response: ‘joint’ has a specific meaning; whereas regional has the meaning intended, owing to the fact that IP is best managed at a local level.
	CSIR

	
	
	
	

	6
	
	The proposal to establish institutional Intellectual Property Management Offices (IPMO’s ) fails to take account of important human dynamics – especially relating to the empowerment of researchers … IPMOs should be repositioned to support the research teams and not to monitor them.
The identification of the patentable aspects of any creative research process will require a combination of scientific/technical skills and legal expertise (this latter including considerable experience) that is unlikely to be available in any IPMO.

The desired result can be better achieved by:
· Training the researchers in the behaviours that they need to exhibit to identify and protect patentable knowledge, e.g. early identification, sound record-keeping, non-disclosure until rights have been secured etc … All research contracts should include a standard clause reserving the research organisation’s rights in the event of work resulting in a patentable invention.
· Positioning the IPMO as a resource to assist the line management of the research organisation to achieve both the research and the IP securement activities … Effective technology transfer requires the ongoing collaboration of the inventors until the innovation has been mastered by the exploiting party.  This is especially true when the absorption capacity of the exploiting party is limited, as is likely to be the case in SMMEs. 
DST Response: Commenter is not clear as to what is concern.  However, the Bill is clear on resourcing. 
	Roy J Page-Shipp

	
	
	
	

	7
	
	7 (1): It may not be possible for all TTOs to find such appropriately qualified personnel. Persons with such interdisciplinary knowledge, qualification and expertise are very rare and expensive. It is therefore not practical to make this compulsory for institutions.

DST Response: “when considered collectively” is an appreciation of the fact that no single individual will have that.  This is the ideal and we believe that the legislation must set out the ideal.
	MRC

	
	
	7 (2) (a): Should read: “develop and implement, on behalf of the institution or region, policies for disclosure, identification, protection, development, and commercialisation of intellectual property and benefit-sharing arrangements”

DST Response:  PROPOSED AMENDMENT TO 7(2)(a): develop and implement, on behalf of the institution or region, policies for disclosure, identification, protection, development, and commercialisation of intellectual property and benefit-sharing arrangements”
 ”
	MRC

	
	
	7 (2) (e): Should read “refer disclosures to NIPMO on behalf of an institution in terms of Section 4.”

DST Response: PROPOSED AMENDMENT TO 7(2)(e) as per MRC
	MRC

	
	
	
	

	7
	
	The functions of an office of technology transfer, relates to implementation and should more appropriately be located in Regulations
	CSIR

	
	
	The word “have” should replace the word “has” in line 2 of subsection 7(1) 

DST Response: Amend accordingly
	CSIR

	
	
	Subsection 7(2)(a) should be amended to read as follows: “develop and implement, on behalf of the institution or institutions it represents, policies for disclosure, identification, protection, development, and commercialisation and benefit-sharing of intellectual property”

DST Response: see amendments above.
	CSIR

	
	
	Subsection 7(2)(c) should be amended to read as follows: “analyse intellectual property disclosures for (without limitation) the stage of development of the relevant research, commercial potential, the likely success of such commercialisation, and the options for protecting the intellectual property concerned”

DST Response: Does not change the substance of what is already stated.  No need to amend.
	CSIR

	
	
	Subsection 7(2)(f) should be amended to read as follows: “ensure that all aspects of intellectual property transactions and the commercialisation of intellectual property are properly attended to”.
This allows for institutions to be assisted by third parties.

DST Response: Does not change the substance of what is already stated.  No need to amend.
	CSIR

	
	
	It is submitted that subsection 7(2)(g) is not necessary, as this is covered by subsection 7(2)(c) (as per suggested amendment).

DST Response: Do not agree.  S7(2)(c) is narrower.
	CSIR

	
	
	
	

	9
	
	Subsection 9(6): We suggest that a grievance/dispute resolution procedure be introduced, to be used prior to invoking PAJA, the details of which could be elaborated upon in regulations.  We further suggest that reference be made to application of the relevant provisions of the Intergovernmental Relations Framework Act in respect of those institutions governed by it.
DST Response: CSLA to advise. 
	CSIR

	
	
	
	

	9
	
	The ARC proposed that sub-section 9(4)(e) is re-formulated thus: “Develop, in consultation with a recipient, guidelines for the transactions involving non-South African entities and persons, ensuring that the business interests of the recipient are not limited, and managing the implementation of the guidelines”.

DST Response: amendment made (see proposed s9(4)(e))
	ARC

	
	
	
	

	9
	
	9.(6) in its current form implies that where it is proven that a decision of the NIPMO has adversely affected the recipient, then the recipient is obliged to seek recourse only within the context of the Promotion of Administration Justice(PAJ) Act (Number 3 of 2000).   Firstly, the bill should make a provision for a mechanism for dispute resolution between the recipient institution and NIPMO. Secondly, the recipient would have variety of mechanisms within the South African judicial framework to seek recourse, one of which will be the provisions of the PAJ Act.

DST Response: CSLA
	UP

	
	
	
	

	10
	
	Section 10 is perhaps the most problematic section of the Bill.  We therefore make a strong call for its scope to be vastly reduced, so as to provide only for the principle of intellectual property creators at an institution to be entitled to share in revenues (as per suggested amended definition).  Institutions should be entitled, and are indeed best-placed, to craft their own benefit-sharing policies in alignment with their other financial and human resource policies governing investment in research and development, staff recruitment and retention, remuneration, incentives and promotion.  Many institutions, including the CSIR, already have such benefit-sharing policies in place, and it is submitted that there is no need to tamper with these.

DST Response: Proposed amendment to s10.  

S10(1) …delete ‘provided that they are South African citizens or ordinarily resident in the Republic’
S10(2):  Intellectual property creators at institutions and their heirs are entitled to the following benefit sharing in respect of intellectual property arising from publicly financed research:

(a) at least 20 per cent of the revenues accruing to the institution from such intellectual property for the first R1,000,000 of revenues or such higher amount as the Minister may prescribe; and

(b) thereafter, at least 30 per cent of the nett revenues accruing to the institutions from such intellectual property.

Amend s10(4) as follows:  The benefits to intellectual property creators and their heirs contemplated in subsection (2)(a) shall be a first call on [all] the applicable revenues ahead of any institutional distribution.

THUS AMEND TO INCLUDE definition of “nett revenues” means the revenues less the expenses of intellectual property protection and commercialisation of the intellectual property as may be prescribed.
	CSIR

	
	
	It is suggested that NIPMO guidelines might set out the elements that NIPMO wishes to see included in institutional benefit-sharing policies.
	CSIR

	
	
	In the event that any of the detail of section 10 is in fact retained, it is critical that any benefit-sharing criteria imposed apply only to net revenue, and not to gross revenue.
	CSIR

	
	
	
	

	10
	
	S10(1) The provision requiring that creators are only entitled to revenue from intellectual property if they are South African citizens or ordinarily resident in the Republic will discourage foreign doctoral and post-doctoral students from carrying out research in South Africa …
S10(2). This conflict with Institutions’ policies regarding benefit sharing. The norm is to base this on nett revenue and not gross. The definition of revenue includes ‘non-monetary’ benefits. How will this be considered and manage in the calculation of the 20%?

DST Response: see proposed amendments above.
	UCT

	
	
	
	

	10
	
	10 (1): The restriction of benefit sharing to South African citizens and residents may act as a disincentive to foreign academics working in South Africa to develop and/or disclose IP and may result in the loss of valuable IP offshore.

DST Response: Agree (see proposed amendments)
	MRC

	
	
	10 (2): This section should be qualified as follows: “….. are entitled to at least 20 per cent of the revenues received by the institution from such IP, after the deduction of commercialization costs incurred by the institution……”

DST Response: See proposed 2-tier benefit sharing arrangement
	MRC

	
	
	
	

	10
	
	Section 10(1) The Arc proposes that the wording “provided that they are ordinarily South African or ordinarily resident in the Republic unit such rights expire” is removed as it disadvantages the organization in terms of attraction of qualified researchers from countries other than South Africa.  The ARC believes section 10(2) specifies a minimum of 20% of the revenues generated from IP or a higher amount as provided by the Minister and the ARC proposes that this is removed form the Bill as this minimum portion to be shared with the creator is a management decision that should be entrusted on the Executive of a recipient organization.  

The ARC proposes the following formulation lf this section: “Intellectual Property creators at institutions and their heirs are entitled to share in the revenues accruing to a recipient, such share will be determined by institutional policies which have been created and are reflective of the principles of fairness”.  The Portfolio Committee is reminded that the ARC find this bill useful to both attract and retain talented individuals into the organization and is convinced that providing for the portion in legislation is unnecessary.

DST Response: See proposed 2-tier benefit sharing arrangement
	ARC

	10
	
	Section 10(4) provides that the creator gets first call of the revenues ahead of any institutional distribution. It is our understanding that this refers to net revenues and the section should reflect this.
	ARC

	
	
	
	

	10
	
	The references in section 10 to the term “heirs” is unnecessary as the existing law of succession deals with devolution by operation of law, while the incorporation of the term could lead to ambiguity.

DST Response: This is required for the purposes of certainty as current practice at institutions is contrary to this.
The infinite term in Section 10(1), particularly in the light of our comments regarding the broad definition of revenue, the inclusion of non-monetary benefits and the broad definition of commercialisation (i.e. the inclusion of strategic use of IP), due to the wording “as long as revenues are derived for such IP”, could put a very substantial and long term burden on the institutions.

As one example, the strategic benefit of a patent after it has expired lies also in the publication value such a patent has and hence the non-monetary benefit to use it as prior art.  Therefore and as long as there are heirs of an IP creator, they are granted a right to this portion of the revenue forthcoming from the IP.  Another example is a trade mark registration which can be renewed ad infinitum. 

DST Response: If the researcher was responsible, then he/she deserves to be paid for as long as the TM is used and has value.
	Anglo, Sasol and Sappi

	
	
	
	

	11
	
	We would like to see that all of the preferences listed in section 11 are made subject to the proposed licensee/assignor demonstrating adequate capacity to carry out its obligations in terms of the proposed intellectual property transaction.

DST Response: This is a matter of regulations.
	CSIR

	
	
	We suggest that subsection 11(1) be extended to provide for an additional preference for private funders of research which leads to the creation of intellectual property (or alternatively, that an appropriate reference is made to subsection 15(1).  It is not clear according to the current draft about how the provisions of subsection 15(1) align with subsection 11(1)).

DST Response: s15(1) already provides for this.
	CSIR

	
	
	While we support the sentiments expressed in subsection 11(1)(c), we have concerns about the subjectivity and vagueness of the language used, and are not sure that this is a feasible requirement in practice.  The same concern applies to subsection 11(2).

DST Response: Can be better clarified in regulations, if need be.
	CSIR

	
	
	We submit that the level of detail contained in subsections 11(1)(f)-(h) is more appropriately located in Regulations than in an Act.
	CSIR

	
	
	It is not clear whether subsection 11(3) would be compliant with insolvency law. 

DST Response: CSLA to advise, as to conflict of laws.
	CSIR

	
	
	A new subsection should be included under section 11, to require that intellectual property transactions include granting institutions a non-exclusive, paid-up license to use relevant intellectual property for research purposes.

DST Response: There is no such need in terms of South African law as such acts do no amount to infringement.
	CSIR

	
	
	
	

	11
	
	11 (1). All these conditions leave little opportunity for the recipient to negotiate the best possible deal and operate independently. NIMPO’s right to interfere will scare off potential licensees
11 (1) (d & f). Under (d) the word ‘feasible’ is used, but (f) seems to be much stricter on the same matter. 
DST Response: UCT is being overly cautious.
	UCT

	
	
	
	

	11
	
	The general phraseology of section 11 may present problems to both the recipient and indeed NIPMO. While the current phraseology may be intended as a guideline to the holders of the IP, it will become the primary section of reference for aggrieved parties that have not been successful in gaining an IP transaction with a recipient or NIPMO.  With the current phraseology of ‘must’, any partner including a potential competitor with a foreign base, but a South African presence, can demand the reversal of an exclusive licence in terms of  11.(a).  

DST Response: CSLA preference “must”

The exclusive licensing option is a key tool to attract private sector partners to invest in commercialisation of certain products and should be equally available to the recipient.  As explained earlier, this option is a key part of the commercialisation success associated with other countries that have invested in this regime.

DST Response: The option is available, the Bill does not take this away

11.(b) BBBEE entities is better expressed as BBBEE compliant entities.

DST Response: CSLA to advise. 
11.(e) would need to be tightened up considerably.  While the emergency needs of the Republic is easily defendable, the section would need to define how these emergency needs are expressed e.g. the declaration of a state of emergency or disaster through the current prescribed mechanisms. The health and security needs of the republic are even less explicit and would need to be defined explicitly and have a prescribed mechanism for the expression of these needs in order to afford the state the ‘irrevocable and royalty-free licence’ that the clause refers to. The experience of the Bayh Dole Act in its now 28 years of existence has had no successful case of the use of this right.  There also needs to be careful consideration of South Africa’s obligations in the context of the WTO TRIPS agreement.

DST Response: the USA has simply not prosecuted cases.  We are of the view that this clause is very important for South African government in case of a national disaster or emergency.  For example, should there be an ‘ebola outbreak’ and there is technology and intellectual property developed with public funds, the State would have the right, without having to seek permission from the IP holder, to manufacture itself or under contract in the Republic or elsewhere (e.g. India where there is manufacturing capability), a drug / vaccine to deal with the outbreak.  It is important that the rights be ‘throughout the world’ as there could be lack of manufacturing capabilities in the Republic, or other similar reasons. 
	UP

	
	
	
	

	11
	
	11 (1) (b): The following phrase should be added: “preference must be given to BBBEE entities and SMMEs provided they have the capacity and skills to exploit the IP.” 

DST Response: This could be dealt with in regulations; otherwise we kill the same industry that we are trying to create by fact that there will always be issues of capacity and skills.
	MRC

	
	
	
	

	
	
	Preference should first be given to the research partner who funded and/or contributed resources and/or background IP.  In the absence of such a preference private partners will rationally be disinclined to undertake the research because of the fundamental uncertainty regarding the exploitation of the IP arising therefrom. 

DST Response: Agree. Regulations will explain this preference.
Whilst the importance is recognised to use the IP in ways that provide optimal benefits to the economy and quality of life of the people of the Republic, the IP proprietor should not be restricted from exploiting the IP outside the Republic.

DST Response: offshore transactions are the exception rather than the rule. 

Within the broad definition of commercialise, including defensive use of IP, the application of this section to such IP should be reconsidered.  Also further clarity should be provided on how to offset the defensive use of IP offshore, without any restrictions on the RSA component of the IP, and to value that in terms of providing optimal benefits to the economy and quality of life of the people of the Republic.  As an example, would the fact that a private organisation using IP to negotiate a non-asset of third party patents to avoid litigation and enable it to continue its operations, be regarded as providing optimal benefits to the economy and quality of life of the people of the Republic? This regularly takes place in practice and therefore should be permitted.

DST Response: publicly funded IP should be commercialized.  Defensive use is in conflict with the objects/purpose of the Bill, as it could be perpetuating the current status quo. 
	Sappi, Sasol and Anglo

	
	
	
	

	12
	
	We suggest the deletion of subsection 12(2)(a), as it is anticipated that this will be dealt with in the Regulations.


	CSIR

	
	
	
	

	12
	
	There are already regulations in this regard (exchange control regulations), which require approval from the Reserve Bank for foreign transactions). This will lead to over-regulation and will have a negative effect on foreign transactions.

DST Response: Reserve Bank regulations deal with ALL IP.  Publicly financed IP transaction off-shore involve more than just disposal of capital.  Its disposal of publicly created assets, and hence need to provide clear control of disposal of rights, in addition to Reserve Bank.

	UCT

	
	
	
	

	12
	
	12.(1) makes the point adequately. The PPC should consider the possibility of moving 12.(2) to the regulations indicated in 9(4)(e).

DST Response: To consider the wording in SASOL, SAPPI, Anglo submission
	UP

	
	
	
	

	12
	
	Offshore IP transactions already require Reserve Bank approval to ensure that the country does not lose out on potential revenues and/or other benefits. It will be duplication and a waste of time to go through this process with NIPMO as well.

DST Response: The Reserve Bank regulates all IP regardless. Offshore transactions are the exception rather than the rule.
	MRC

	
	
	
	

	12
	
	Section 12(1)(b) provides that subject to paragraph (c) offshore Intellectual Property transactions may occur only in accordance with prescribed regulations and any guidelines contemplated in section 9(4)(e).
This section is restrictive. The recipient needs to be afforded the leverage to deviate and conclude such transactions on terms that are most beneficial to it at the given instance and only notify NIPMO of such deviation.  The interest of the institution in this regards have to be of paramount importance, it has to be afforded the discretion to seize every opportunity.

DST Response: Regulations will address this.
	ARC

	
	
	
	

	12
	
	We need certainty that this Bill will not apply retrospectively to offshore transactions previously concluded.

DST Response: An act of Parliament does not apply retrospectively.
	Eskom

	
	
	
	

	13
	
	13 (c).This means that any assignment (whenever and even if it is assigned to a South African entity other than an institution), even if it is the best way to commercialise, will require of the institution to refund the IP Fund all patent expenditure. Not a practical arrangement.

DST Response: PROPOSE THAT DELETE s13(3)(c) in entirety as this will be dealt with in regulations dealing with conditions for assignment of IP.
	UCT

	
	
	
	

	13
	
	We suggest the deletion of subsection 13(3)(c).  We believe firstly that the condition imposed here is not necessarily appropriate in all circumstances, and secondly, that the more generic subsection 13(3)(b) could cover this condition to the extent necessary.
	CSIR

	
	
	
	

	13
	
	In terms of section 13(1), an intellectual property fund is to be established which will provide financial support to institutions for the statutory protection and maintenance of Intellectual Property Rights.  This is appreciated by the ARC as it will make the process of IP protection more effective and efficient as it will reduce the burden of cost to recipient.

There is, however, a need to need to clarify the parameters of the Fund with respect to statutory protection and maintenance.  It would be desirable to provide this clarification such that statutory protection clearly includes assistance to be given to recipients in the event of legal costs arising from challenging infringements and other associated costs.

DST Response: NIPMO will deal with this
	ARC

	
	
	
	

	14
	
	The provisions of subsection 14(5) are extremely harsh.  We submit that the scope of this section should be limited to cases of deliberate non-disclosure.

DST Response: The regulations will provide for on-going duty to disclose.
	CSIR

	
	
	
	

	14
	
	The way in which ‘commercialisation’ is used in this section suggests it refers on to financial returns and does not consider the broader definition of commercialisation
	UCT

	
	
	
	

	15
	
	Institutions co-operate with a wide range of partners and stakeholders in the National System of Innovation and we are concerned that section 15 is unduly narrow, dealing only with “private entities or organisations” (which terms we note are not defined).  The Bill is silent, for example, on research collaborations with indigenous knowledge holders, higher education institutions and non-South African public organisations.  We suggest that this section be expanded to take into account a broader spectrum of potential partners, and that regulations distinguish appropriate rights for different types of stakeholders and different types of co-operation, providing for sufficient flexibility to ensure that opportunities for research collaboration are promoted and not impeded.

DST Response: see proposed amended s15
	CSIR

	
	
	
	

	15
	
	As discussed under Section A above, various aspects of this section  may potentially negatively impact on international collaboration and funding
	UCT

	
	
	
	

	15
	
	The Bill does not make provision for a situation where 2 institutions are involved in publicly financed R&D (e.g. MRC and a university) and how to deal with the IP in these cases.

DST Response: Co-owned by the institutions as recipients.
	MRC

	
	
	
	

	15
	
	Although section 15(1) grants rights to the funding partner (licensee) only if specific conditions are met.  However, the clause does not set out guidelines as to how these conditions will be determined or assessed.

We recommend that this clause should clearly set out the measure that would be used to judge the licensee.

DST Response: it is left to the recipient institutions to determine and debate. 

We further recommend that if it is not the co owner core business to commercialise the intellectual property, it should be afforded the right to sub-license the intellectual property arising from the publicly financed research.

DST Response: There is no need to legislate or regulate this. It is implied the recipient would negotiate the best deal possible after considering all circumstances.  
Section 15(2) makes provision for co ownership, if the organization has met the criteria in sub-clause 15(2) a-d.  Once again there is no clarity how these requirements will be determined and assessed.

DST Response: These requirements can be factually/objectively determined

The Bill fails to take into consideration that where the co owner has no intention of exploiting the intellectual property other than for its own internal use (trade secrets).  Hence where the co owner has no intention to commercialize it for strategic reasons.

The Bill should make provision for a consultation process to be held between the owner and NIPMO for non commercialisation and make provision for a dispute resolution mechanism in the event no agreement is reached.

DST Response: CSLA to advise on appropriate dispute resolution mechanism. 
We further recommend that the co owner should be provided the option to use the Intellectual property for its own internal use should it decide not to commercialise it.  Alternatively, in light of the contribution made by the co owner should be afforded user rights together with the licensee as contemplated in section 14.

DST Response: Require clarity on the meaning of “own internal use”.

We further recommend that depending on the scale of contribution by the co owner should be afforded the option to obtain sole ownership.  This should be outlined in section 15.

DST Response: At full cost this is possible. 
	Eskom

Eskom

	
	
	
	

	15
	
	It is our interpretation of the Bill that full private ownership and the commercialisation of such privately owned IP fall only within the ambit of section 15(4).

DST Response: Agreed
However due to the reference in section 15(4) to “…and the provisions of the Act relating to publicly financed intellectual property…”, it is arguable that privately owned intellectual property would be subject to all provisions that are not clearly qualified as such, regardless the reference to the application of the Act in section 3, referred to above.  Examples of this are sections 10, 11 and 14.

DST Response: Advice CSLA
In addition it is proposed that:

Substitute “arising” for “emanating” in the second lines of sections 15(1) and 15(2) for consistency throughout the Act.

The wording “if such private entity or organisation has the capacity to manage and commercialise the intellectual property in a manner that benefits the Republic” need to be defined more clearly in the Regulations;

The word “separate” in section 15(2) should be deleted, as it is not necessary and could complicate contractual arrangements chosen by the parties;

DST Response: Advice CSLA
Section 15(2)(a) – The term “resources” needs to be defined more clearly in the Regulations;

DST Response: Advice CSLA
Substitute “shall” for “may” in the first line of section 15(2) and insert a new sub-section 15(2)(e) as follows: “the institution and the private entity or organisation agree that the private entity or organisation will be a co-owner of such intellectual property.” This is to make it clear that, provided the requirements of section 15(2) are satisfied, co-ownership will result and is not subject to any further discretion or decision by any other body, entity or person. (The word “may” would create this uncertainty).

DST Response: Advice CSLA
In any event we believe that this concept should be defined in the Regulations, and section 15(4) should only refer to the concept of “exemption cost” funding as defined in the regulations. That definition could perhaps read along the following lines: “The institution’s pre-estimate of its actual direct costs, determined in accordance with its accounting policies and procedures, to be incurred in the research and development plus a percentage of such costs approved by NIPMO as a contribution towards its indirect costs to be incurred therein. Such percentage shall be periodically reviewed by NIPMO.” (The percentage would vary from institution to institution and from faculty to faculty within the institutions.)

It could be contended that the words “and the provisions of this Act relating to publicly financed intellectual property” in section 15(4)(a) indicate that it has purposes other than that stated in section 3(1). This ambiguity should be removed by the deletion in the 3rd line of “relating to publicly financed intellectual property”.

DST Response: To be deliberated further
In the last line of section 15(4)(a) substitute “publicly funded research and development” for “publicly financed intellectual property” (which is not defined). This is probably just a typing error.

DST Response: Agreed
We believe that the present concept of “full cost” funding in section 15(4) is really a concept of “exemption fee”, i.e. a level of funding by the private entity or organisation, acceptable to the institution and NIPMO, above which the Act will not apply. We understand that it would be very difficult to determine all actual costs with clinical precision as this is a pre-estimate only. We believe that this is not necessary because the “mischief” aimed at here is the avoidance of a “rip-off” and therefore a fairly robust concept is all that is required. Reference should not be made in the Act or in the Regulations to “full economic costs” because (1) this would deprive NIPMO of the power to reduce such a level of funding where that should rationally be done because of changed circumstances or to deal with local or foreign competition, and (2) this could encourage disputes and claims which might undermine certainty of ownership of the IP by the private entity or organisation.  The concept also needs to be reasonably flexible to cater for the different accounting principles and practices of the various institutions. “GAAP” may also be inappropriate and inadequate here. IFRS or other compulsory accounting standards may apply from time to time.

In any event we believe that this concept should be defined in the regulations.  Section 15(4)(b) could then be deleted and section 15(4) simply read as follows:  “Any research and development undertaken at an institution and for which a private entity or organisation pays and exemption fee as defined in the Regulations to that institution shall be deemed not to be publicly financed research and development and the provisions of this Act shall not apply thereto.”  The definition of exemption fee in the Regulations could perhaps read along the following lines: “An amount equal to the institution’s pre-estimate of its actual direct costs, determined in accordance with its accounting policies and procedures, to be incurred in the research and development plus a percentage of such costs approved by NIPMO as a contribution towards its indirect costs to be incurred therein. Such percentage shall be periodically reviewed by NIPMO.” (The percentage would vary from institution to institution and from faculty to faculty within the institutions.)

In the last line of section 15(4)(a) substitute “publicly funded research and development” for “publicly financed intellectual property” (which is not defined). This is probably just a typing error.


	Anglo, SAPPI, Sasol

Anglo, SAPPI, Sasol

Anglo, SAPPI, Sasol



	
	
	
	

	16
	
	The confidentiality provisions seem unduly broad.  We suggest that the scope be limited to information which is in fact confidential.

DST Response: AGREED ….. PROPOSED AMENDMENT.   Include ‘confidential information’ as opposed to ‘information’
	CSIR

	
	
	
	

	16
	
	Substitute “shall” for “may” in the first line of section 16.

DST Response: Advice CSLA
Section 16(b) should be deleted. The other subsections are adequate. The need to prevent details of intellectual property falling into the public domain is vital to preserve the intellectual property rights relating thereto.

DST Response: Disagree
	Anglo, SAPPI, Sasol



	
	
	
	

	
	Schedule 1
	The principle concern that SANERI has with the IP Bill is the exclusion of SANERI from the Public Research Institutes that are given the right to register IP in their own name.  The Schedule 1 names nine public research institutes who have the right to register IP.  SANERI should also be included.
Moreover, the forthcoming National Energy Bill establishes a South African National Energy Development Institute [that will incorporate SANERI] and provides for the SANEDI to register patents and intellectual property in its name: The National Energy Bill states:-  

30.
(3)
The Energy Research and Development Division may- (a) register patents and intellectual property in its name resulting from its activities;
	SANERI

	
	
	DST Response: PROPOSED AMENDMENTS TO S15.

For the purposes of section 15, private entity or organization includes a private sector company, a South African public entity that has a dual role of conducting its own research and also funding research at an institution, an international research or funding or donor organization.
Amend s15(3) by deleting “in the Republic”.
	










ENDS
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