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University of Pretoria Submission on the ‘Intellectual Property Rights from 
Publicly Financed Research and Development bill’ (as published in 
Government Gazette # 31130 of 13 June 2008) 
 
Summary 
 
The University of Pretoria supports the spirit and intent of the policy and the proposed 
legislation, however, the current draft text needs various important amendments to 
improve both its ability to enable and support the protection of intellectual property 
emanating from publicly financed research.  This submission will offer commentary 
on the overall bill and its implications for the South African Intellectual Property and 
research environments and will offer some specific comments and amendments on 
the text of the draft bill. 
 
Introduction 
 
In the course of developing a more robust national system of innovation, South Africa 
has invested in various review exercises. The most significant of these has been the 
comprehensive review of the NSI by a team commissioned by the OECD Committee 
for Science and Technology Policy (CSTP). This was preceded by an internal review 
led by the NACI which resulted in the background report for the OECD review. The 
review findings emphasised the need for South Africa to invest in interventions to 
address the ‘innovation chasm’ 
 
The South African government response has been threefold. Firstly the development 
of the ’10 Year innovation Plan’. Secondly the development of the Technology 
Innovation Agency as the primary public sector support mechanism for innovation 
and thirdly the tightening of the legislative regime to better enable the protection of 
intellectual property generated in South Africa.  The latter is personified by the new 
policy governing intellectual property generated from publicly financed research and 
the third is the bill currently being considered. 
 
The current bill, is based on, or at the very least inspired by the University and Small 
Business Patent Procedures Act sponsored by Senators Birch Bayh and Robert Dole 
and signed into the US statute books in 1980. 
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Lessons from the Bayh-Dole experience 
 
The Bayh-Dole in its 28 years of existence has had much debate and the discussion 
continues. There is a very strong opinion that generally the B-D has been a useful 
legal mechanism to promote public investment in R&D, the better protection of 
intellectual property generated in public research institutions – in particular 
universities, and has been facilitatory in enabling the technology to be transferred 
and commercialised.  Its accolades have been generous including a description as 
‘possibly the most inspired piece of legislation to be enacted in America over the past 
half century’ by “The Economist, Dec 14, 2002”. 
 
It is useful and instructive to remind ourselves of the motivation for Bayh-Dole.  The 
post-war United States had ramped up its investment in academic research fuelled 
by such motivations as the cold-war, the space race and the US’s steadily increasing 
dominance in international markets. By 1980 federal spend on academic research 
was $8 billion.  There was however no clear or uniform policy for granting title as the 
federal government or agency held title and there were statutes and policies that 
prevented commercialising inventions emanating from federally funded research. 
Secondly there was no clear policy to promote exclusive licensing.  So paradoxically 
when the patent rights remained in the public domain and belonged to everyone, no 
one had the necessary incentive to undertake the risks of commercialisation.  This is 
a crucial point.   
 
The result was that very little federally funded research was commercialised. There 
were only 250 patents issued to US universities prior to 1980.  Senator Bayh’s 
succinct comment was “What sense does it make to spend billions of dollars each 
year on government-supported research and then prevent new developments from 
benefiting the American people because of dumb bureaucratic red tape”. 
 
The Bayh-Dole according to the BayhDole25, Inc publication “The Bayh-Dole Act at 
25” published in April 2006 introduced the following core components for technology 
transfer in the US: 

• The commercialisation of research financed through federal funds was 
formally encouraged 

• Title in contractor policy adopted for federally funded research institutions 
became responsible for filing patents and were able to grant exclusive licences 

• Small businesses were given preferences in licensing 
• The federal government retained ‘march-in rights’ 

 
This appeared to have a dramatic effect in the growth of commercialisation of 
federally funded research.  From 1991 to 2003 more than 25 000 patents were 
issued compared with 250 prior to 1980. From 1980 to 2005, 4081 companies have 
been created from universities. 
 
A global reaction 
 
Bayh-Dole or Bayh-Dole-like legal instruments have developed in many OECD 
countries and more recently in a few developing countries including China and India.  
The adoption of the TRIPS (trade related intellectual property services) agreement in 
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the WTO in 1994 initiated a WTO-wide legal harmonisation drive to improve 
international enforceability of patents. This in turn has stimulated many countries to 
review their legal regimes governing IPR in the public space. China (PRC), for 
example, introduced in 2003 a legal regime titled ‘The regulation of enhancing 
intellectual property protection in National Scientific programmes”. The growth in 
China’s patent portfolio has rivalled its phenomenal growth in research publications in 
recent times.  Simon Pratt in Thompson Scientific June 2005 newsletter attributes 
this to three factors: 

• An overhaul of its IP legislation – primarily in response to TRIPS 
• A very large and sustained increase in research expenditure 
• An increased emphasis on commercialisation. 

 
An example of an OECD response if Japan’s 1998 Technology Licensing 
Organisations (TLO) Law.  This makes a radical allowance for exclusive licensing to 
industry. This is used as part of the material to market Japan through its Foreign 
Affairs Ministry and JETRO. 
 
The Intellectual Property Rights from Publicly Financed Research and 
Development bill – Generic Comments from the University of Pretoria 
 
We would like at this point to express our appreciation to the DST led team whose 
efforts have enabled us to deliberate on a good draft bill. We now as interested and 
affected parties have the responsibility to assist our legislature through the Chair and 
members of the portfolio committee on science and technology to fine-tune this into a 
piece of legislation into an Act that achieves the intent of the policy. 
 
In this regard we would like to offer the following contributions. 
 

 
1. It is imperative that the NIPMO and the Minister supports the recipient 

institutions in ensuring that there is no obstacle to the dissemination of 
research findings through publication of journal articles, books and student 
theses in support of the broader academic enterprise, the thorough evaluation 
of disclosures notwithstanding. 

2. The University of Pretoria submits that the bill can be significantly streamlined 
through omitting certain clauses that would be better addressed as a 
significant part of the regulations that the Minister would introduce to support 
the implementation of the envisaged act. 

3. The act would also benefit from further work in the definitions section including 
the inclusion of a certain new definitions. 

4. Some of the compliance requirements stated in the bill need to be reviewed, 
as in the current form the bill has great potential to create a very significant 
bureaucratic load for recipient institutions. 

5. It is imperative that the act specifically allows for exclusive licensing – not as 
the fallback position after pursuing a preference for non-exclusive licensing.  It 
has been the crux of the success of similar legislation in other countries as it 
was in the original Bayh-Dole Act.  The stated obligatory preference for non-
exclusive licensing may in effect have the reverse effect on commercialisation 
of research products as many potential private sector partners will be 
alienated by the added risk of a shared licence with a potential competitor. 
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6. The clauses allowing the state with ‘an irrevocable and royalty-free licence…” 
with each intellectual property transaction would need to be very carefully 
considered and very accurately defined. 

7. The bill will benefit from a clause that defines mechanisms for dispute 
resolution between the NIPMO and the Recipient. 

 
We provide more focussed comments on a section by section basis below.  
 
Specific Comments and Amendments 
 
Definitions 
 
In the definitions section our contributions are as follows: 
‘department’ – change from ‘department of…’ to ‘department responsible for…’. This 
would allow a continued application within different configurations of departments in 
any future administration.  
‘publicly financed research and development’ needs a tighter definition.  The 
current definition implies that any financial contribution from a public agency, no 
matter how small a percentage, is considered PFR&D. 
Technology transfer is a crucial concept in the bill and needs to be defined and 
such a definition needs to be included in this section. 
The concept of full cost is best placed in this section rather than in section 15. 
 
Section 4. Choice in respect of intellectual property 
 
4. (4)(b) represents a particular challenge in priority. In its current form on the option 
to acquire ownership, the bill gives priority to any private entity or organisation that 
has provided part funding ahead of the intellectual property creator. This appears 
patently incorrect. A more logical approach would be to allow for an ownership 
arrangement between the IPC and the private partner ahead of the IPC being given 
an exclusive or sole ownership option.  
 
Section 5. Management obligations and disclosure duties 
  
5.(1)(e) the clause is overqualified. The phrase ‘in a manner stipulated by NIPMO’ 
should be replaced with ‘in accordance with the regulations’. 
 
5. (2)(g) while the intent is admirable, given the general low percentage of patents 
that actually proceed to commercialisation, this could become an arduous reporting 
task for the recipient if done thoroughly. This has the potential to create a significant 
bureaucratic burden for recipient institutions. 
 
Section 9. Functions of the NIPMO 
 
9.(6) in its current form implies that where it is proven that a decision of the NIPMO 
has adversely affected the recipient, then the recipient is obliged to seek recourse 
only within the context of the Promotion of Administration Justice(PAJ) Act (Number 3 
of 2000).   Firstly, the bill should make a provision for a mechanism for dispute 
resolution between the recipient institution and NIPMO. Secondly, the recipient would 
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have variety of mechanisms within the South African judicial framework to seek 
recourse, one of which will be the provisions of the PAJ Act. 
 
Section 11. Conditions for intellectual property transactions 
 
The general phraseology of section 11 may present problems to both the recipient 
and indeed NIPMO. While the current phraseology may be intended as a guideline to 
the holders of the IP, it will become the primary section of reference for aggrieved 
parties that have not been successful in gaining an IP transaction with a recipient or 
NIPMO.  With the current phraseology of ‘must’, any partner including a potential 
competitor with a foreign base, but a South African presence, can demand the 
reversal of an exclusive licence in terms of  11.(a).   
 
The exclusive licensing option is a key tool to attract private sector partners to 
invest in commercialisation of certain products and should be equally available to the 
recipient.  As explained earlier, this option is a key part of the commercialisation 
success associated with other countries that have invested in this regime. 
 
11.(b) BBBEE entities is better expressed as BBBEE compliant entities. 
 
11.(e) would need to be tightened up considerably.  While the emergency needs of 
the Republic is easily defendable, the section would need to define how these 
emergency needs are expressed e.g. the declaration of a state of emergency or 
disaster through the current prescribed mechanisms. The health and security needs 
of the republic are even less explicit and would need to be defined explicitly and have 
a prescribed mechanism for the expression of these needs in order to afford the state 
the ‘irrevocable and royalty-free licence’ that the clause refers to. The experience of 
the Bayh Dohl Act in its now 28 years of existence has had no successful case of the 
use of this right.  There also needs to be careful consideration of South Africa;s 
obligations in the context of the WTO TRIPS agreement. 
 
Section 12. Restrictions on offshore intellectual property transactions 
 
12.(1) makes the point adequately. The PPC should consider the possibility of 
moving 12.(2) to the regulations indicated in 9(4)(e). 
 
 
Conclusion 
 
We believe that if the bill is modified to incorporate the comments and suggestion 
elaborated upon in this submission, then South African could be adding a very useful 
tool to enable, together with the instruments of the Technology Innovation Agency 
and the 10 year innovation plan, the development of a significant knowledge products 
platform in the South African environment. 
 


